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PART B REGISTRATION IN AUSTRALIA‘* 


By J. Barton Hack** 


The purpose of this paper is to consider the scope of Section 
- 25 of the Australian Trade Marks Act 1955-1958, in relation to the 
registrability of trademarks which are not registrable in Part A 
under the provisions of Section 24. A subsidiary object is to 
examine whether, and if so what extent, the scope of this Section 
differs from that of the corresponding Section of the British Act.’ 
It is not proposed to deal with other aspects of Part B registra- 
tion. 

The Trade Marks Act 1955-1958 came into force on August 1, 
1958, and at the date of writing? there has not been any decision 
of the High Court of Australia in regard to the scope or effect 
of Section 25. The views expressed herein, therefore, are to a 
certain extent exploratory. 


Historical 


Part B registration was first introduced in the United King- 
dom in 1919. The principal reason for the introduction of Part B 
registration was to assist British exporters in obtaining registra- 
tion of their trademarks in certain overseas countries which re- 
quired as a condition of registration that the trademark should 
be registered in the country of origin. The new provisions were 
specifically intended to permit registration of trademarks which 
were not registrable under the 1905 Act, and it may be noted that 
the relevant part of the Act of 1919 is headed “Registration of 
certain trade marks not registrable under the Principal Act.” 








t 10.—FOREIGN LAW. 

* Paper delivered at the Annual Conference of The Institute of Patent Attorneys 
of Australia, Melbourne, March, 1960. 

** Partner in the firm of Clement Hack & Co., Patent Attorneys, Melbourne; 
President of Institute of Patent Attorneys of Australia, 1949-51; Vice-President of 
Australian Group of A.I.P.P.I.; Member of Trade Mark Law Review Committee. 

1. Trade Marks Act, 1938, Section 10. 

¢ April 8, 1960. 
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According to the 1919 Act,’ any trademark could be registered 
in Part B if (a) it had been bona fide used for not less than 
two years in the United Kingdom and (b) the Registrar was satis- 
fied that it was “capable of distinguishing” the goods of the ap- 
plicant. If these requirements were met, the Registrar was bound 
to accept the application.’ Registration in Part B was limited to 
the goods on which the trademark had been used for two years.‘ 
The use of the mark during the specified period did not require 
to be sufficient to establish distinctiveness; slight use of the mark 
for the required period was sufficient provided that the mark 
was held to be “capable of distinguishing.’”* Marks could be regis- 
tered both in Part A and in Part B, and an application for registra- 
tion in Part A could be transferred to one in Part B.° Application 
for registration in Part B, and the registration granted thereon, 
could be confined to goods for export, either to all countries 
or to a particular country or countries, and in such cases evidence 
of at least two years export use of the mark was required. 

The rights granted by registration in Part B were lower than 
those given by registration in Part A. Registration in Part B 
was prima facie evidence of exclusive right to the use of the mark, 
but in an infringement action based on a Part B registration no 
relief could be granted to the trademark owner if the defendant 
established that his use of the mark was not calculated to de- 
ceive.’ Provisions of the principal Act which did not apply to 
Part B registrations included those dealing with disclaimers, as- 
sociation, exclusive right of user, registration conclusive after 
seven years, and status of unrenewed marks.’ 

The provisions of the British Act relating to Part B regis- 
trations were not altered between 1919 and 1938. The Goschen 
Committee,* on whose recommendation the 1938 Act was based, 
reported in regard to Part B registration, that evidence before 
the Committee had indicated that British exporters were still at 
a disadvantage compared with traders from “deposit” countries 
because of the requirement for two years use.® The Committee 
recommended that the requirement for two years use be abolished, 


Trade Marks Act, 1919, Section 2. 

KERLY, TRADE MARKS, 7th ed., page 197. 

KERLY, TRADE MARKS, 5th ed., page 245. 

Trade Marks Act, 1919, Section 5. 

Trade Marks Act, 1919, Section 4. 

Trade Marks Act, 1919, First Schedule. 

Departmental Committee on the Law and Practice Relating to Trade Marks. 
Report of Goschen Committee, 1934, Cmd. 4568, Paragraph 58, H.M. Stationery 
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but did not consider that there should be any relaxation of the re- 
quirement that a trademark should be “capable of distinguishing” 
the goods of the applicant.” 

Section 10 of the 1938 Act reads as follows: 


“10. (1) In order for a trade mark to be registrable in Part 
B of the register it must be capable, in relation to the goods in 
respect of which it is registered or proposed to be registered, 
of distinguishing goods with which the proprietor of the trade 
mark is or may be connected in the course of trade from goods 
in the case of which no such connection subsists, either gen- 
erally or, where the trade mark is registered or proposed to 
be registered subject to limitations, in relation to use within 
the extent of the registration. 


(2) In determining whether a trade mark is capable of 
distinguishing as aforesaid the tribunal may have regard to 
the extent to which— 


(a) the trade mark is inherently capable of distinguishing 
as aforesaid; and 


(b) by reason of the use of the trade mark or of any other 
circumstances, the trade mark is in fact capable of dis- 
tinguishing as aforesaid.” 


Under the above Section, there is no positive direction to 
accept a mark, so that the Registrar has a discretion as in the 
case of Part A applications. Section 10(2) corresponds to Section 
9(3) which deals similarly with the words “adapted to distinguish” 
in regard to Part A applications. The 1938 Act included a number 
of amendments designed to ensure that various other provisions 
of the Act (e.g. disclaimers, association, etc.) apply to Part B 
applications as well as to Part A applications. 

In Australia, the Knowles Committee, which was appointed 
in 1938 to report on amendments to the trademarks law of the 
Commonwealth, considered the provisions of the British Trade 
Marks Acts and the Report of the Goschen Committee, but made 
no recommendation for the introduction of Part B registration. 
The Committee’s report’ does not give any reasons for the ex- 
clusion of Part B provisions from the proposed bill. Owing to the 
intervention of the War, the Bill drafted by the Knowles Com- 
mittee was not proceeded with. 


10. Report of Goschen Committee, paragraph 60. 
11. Report of Knowles Committee, 1939. Government Printer, Canberra. 
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The Dean Committee, appointed in 1952, recommended the 
introduction of Part B registration into the Australian Act. In 
its report, issued in 1954, the Committee stated :” 


“Part B is intended to allow registration of marks which are 
not qualified for registration under Part A and could not have 
been registered under the existing Act except upon evidence 
of acquired distinctiveness but are in fact in use or are 
intended to be used and are capable by extensive use of ac- 
quiring distinctiveness. The accepted legal doctrine is that 
there are three kinds of trade marks. The first class consists 
of those marks which are inherently adapted to distinguish 
—for example, invented words or words which do not refer to 
any character or quality or geographical source of the goods. 
The word Kkopak is a mark of the invented word type; the 
word Lion is a mark with no suggestion as to character, 
quality or source of the goods. These are registrable in Part 
A. The second class comprises those marks which are not 
inherently adapted to distinguish, but, while they may convey 
some indication as to the character, quality or source of the 
goods, are capable, by long and extensive use, of becoming 
distinctive. Such marks are very popular with traders and are 
widely used. At present they cannot obtain registration until, 
by long and extensive use, they have in fact come to denote 
the person who puts them on the market. It is these marks 
which it is proposed should be registered in Part B. The 
third class consists of those marks which are not capable 
of becoming distinctive no matter how long they are used. 
They are words in common use and such as should not be- 
come the monopoly of any trader; for example, such words as 
“Best,” “Perfection.”” This distinction was established by the 
Court of Appeal in re Joseph Crosfield & Sons Ltd.’s Applica- 
tion (1910) 1 Ch. 180; 26 R.P.C. 561; see also the recent 
ease re Yorkshire Copper Works Limited’s Application (1954), 
1 All E.R. 570; 71 R.P.C. 150.” 


Section 25 of the Trade Marks Act 1955-1958 reads as fol- 
lows: 


“25. (1) A trade mark is registrable in Part B of the Register 
if it is distinctive, or is not distinctive but is capable of be- 
coming distinctive, of goods in respect of which registration of 
the trade mark is sought and with which the applicant for 
registration is or may be connected in the course of trade. 





12. Report of Dean Committee, 1954, paragraph 15. Government Printer, Canberra. 
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(2) A trade mark may be registered in Part B of the 
Register in respect of any goods notwithstanding the registra- 
tion of the trade mark or of a part or parts of the trade mark 
in Part A of the Register, in the name of the same person, 
in respect of the same or different goods.” 


This Section as enacted is identical with the corresponding 
Section of the draft Bill prepared by the Dean Committee and 
annexed to its Report. 


Comparison of Australian and British Sections 


From a superficial comparison of the Australian Section and 
the British Section it might be thought that, since the Australian 
provisions for Part B registration have been based on the cor- 
responding provisions of the British Act, the differences in word- 
ing between the two Sections are not such as to effect a substan- 
tive change in meaning. However, it is necessary to examine the 
position more closely, not only with reference to the alteration 
in the principal words, but also with reference to the Sections as 
a whole and to related Sections of the two Acts. 

It is also relevant to note that in drafting Section 25 the 
Dean Committee deliberately employed different wording from 
the British Section and in so doing had regard to the ambiguity 
of the words “capable of distinguishing” in the British Section 
and to the restricted interpretation given to these words by the 
authorities. 

The principal differences between the two Sections are: 

(1) The Australian Section specifically provides that “distine- 

tive” marks are registrable in Part B whereas the British 
Section does not; 

(2) The Australian Section provides that marks which are 
“not distinctive” but are “capable of becoming distine- 
tive” are registrable in Part B, whereas the British Sec- 
tion provides that only marks which are “capable of dis- 
tinguishing” the goods of the applicant from those of 
others are registrable in Part B; 

(3) The Australian Section defines registrability in Part B in 
terms which are clearly relatable to those empolyed to 
define registrability in Part A, whereas there is no such 
direct relation in the British Act. 


(4) There is no provision in the Australian Act correspond- 
ing to sub-section 10(2) of the British Act. 
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I propose to examine in more detail whether these are differ- 
ences of substance or merely differences in drafting, but before 
doing so it is necessary to consider some of the decisions of 
British Courts which affect the interpretation of the British 
Section. 


Summary of British Decisions 





In the ustiKon case Lord Hanworth said, at page 423: 


“There is ground, in my judgment, for saying that ‘capable 
of distinguishing’ may perhaps refer to the future, in the 
sense that a word may be able to distinguish although at the 
moment of time at which the application is made it may not 
have become fully effective to distinguish.” 


and Lawrence, L.J. said, at page 427: 





“The expression ‘capable of distinguishing’ seems to me to 
have a somewhat wider import than the expression ‘adapted 
to distinguish’ as interpreted by the authorities in that it 
embraces marks which have not at the date of the application, 
but which, if used long enough, may thereafter become dis- 
tinctive of the goods of the proprietor of the mark.” 


These dicta appear to indicate that the words “capable of 
distinguishing” in the British Section require the Registrar to 
have regard to a property which the trademark may acquire in the 
future rather than to any property which it possesses at the date 
of application, but it is to be remembered that this case was de- 
cided under the 1919 Act, when there was a requirement for two 
years use prior to application, and when there was no section cor- 
responding to Section 10(2) of the 1938 Act. These qualifications 
also apply to the decision in the Liverpool case,* in which the 
difference between the words “capable of distinguishing” and 
“adapted to distinguish” was also considered by the Court of 
Appeal. In that case, registration of LiverPoot was refused in Part 
B on the ground that LiverPoon, in the words of the Assistant- 
Comptroller, as approved by Russell, L.J. (page 125), “belongs 
to the class of word-marks which are by their very nature in- 
eapable of becoming distinctive.” 

The removal, in the 1938 Act, of the requirement for two years 
prior use of the mark, resulted in a somewhat stricter interpreta- 




























| 13. Davis v. Sussex Rubber Co. (1927), 44 R.P.C. 412. 
14. Liverpool Electric Cable Co.’s Application (1929), 46 R.P.C. 99. 
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tion of the British Section, since the tribunal was required for the 
first time to consider the registrability in Part B of marks which 
had not been used at all, in the absence of any evidence which 
might assist in determining the capacity of the mark to distinguish 
the goods of the applicant from those of others. 

Sub-section (2) of Section 10 of the 1938 Act draws a distinction 
between a mark which is inherently capable of distinguishing and 
one which is, by reason of user or other circumstances, in fact cap- 
able of distinguishing. If, as is stated in the ustrkon and Liver- 
pool cases, the words “capable of distinguishing” refer to the 
capacity of a mark, at the time of application, to distinguish 
the goods of the applicant at some time in the future, it is difficult 
to understand how, through use prior to the application, the mark 
can acquire such capacity in fact if it does not possess it inherently, 
although prior use may well assist the Registrar in determining 
whether the mark inherently possesses the said capacity. The statu- 
tory distinction introduced by Section 10(2) of the 1938 Act ap- 
pears to require an enquiry into capacity to distinguish at the time 
of application rather than at some time in the future. 

These considerations appear to have influenced the Registrar 
and the Courts, in decisions under the 1938 Act, to require that a 
mark shall possess, at the time of application, a greater degree 
of inherent ability to distinguish the goods of the applicant than 
was required under the 1919 Act. 

In the pusstkrn case’ Mr. Justice Lloyd-Jacob upheld the 
decision of the Hearing Officer refusing registration of the word 
PUSSIKIN for cat’s food in Part B of the Register. It was shown 
that the words “puss” or “pussy” were ordinary well-known terms 
used in referring to a cat, and that “kin” was, inter alia, a diminu- 
tive suffix. Mr. Justice Lloyd-Jacob said at page 38: 


“Tn an application brought under the same sub-section, Simonds, 
J., as he then was, in Dunlop Rubber Coy. Ltd.’s Application 
(1942) 59 R.P.C. 134, was considering a case wherein similar 
objections had been made to the application, but in which on 
‘tthe facts the applicants were enabled to pray in aid a sub- 
stantial period of use of the mark applied for. The decision 
is of value in that the learned Judge set out the considerations 
which should govern cases of this sort. The passage in ques- 

tion is at page 137 of the report; and the learned Judge there 

indicated that the question to be decided was whether or not 





15. Henry Quennell Ltd.’s Application (1955), 72 R.P.C. 36. 






THE TRADEMARK REPORTER Vol. 50 T. M.R. 








the mark applied for was such a word as other traders were 
likely in the ordinary course of their business and without 
any improper motive to desire to use. He posed the question 
whether the mark was ‘a word so apt for normal description 
of the article that a monopoly in the use of it should not be 
acquired.’ In that case, the learned Judge was able to come to 
the conclusion on the evidence that the word was a coined 
word—that is to say devised by the applicants—that it was not 
only not to be found in any dictionary but was unknown in the 
the use of the English language generally, and that such 
familiarity as it had acquired was due solely to the fact that 
it had been used by the applicants as an indication of origin 
of their goods. If, in an examination of the present case, 
it ean be concluded that the mark applied for is a coined word 
—it is conceded that it is not to be found in any dictionary— 
and was unknown in the use of the English language, it would 
be unnecessary to require the Applicant to establish actual 
user in connection with his goods before the mark could 
properly be entered upon the Register. 

“An affirmative statement on oath of the incidence of the 
mark applied for would have been of some value in determin- 
ing whether or not the Applicants had coined the word for 
their use. In its absence I am not satisfied that this mark 
can properly be taken to have been newly coined. 

“Tf it is not proved to have been newly coined, the next 
question to arise is as to whether it can fairly be regarded as 
unknown in the use of the English language generally. There, 
again, if the mark is not established as newly coined, there 
would appear to be no such absence of familiarity with the 
mark applied for amongst the public and in particular young 
persons as to justify the conclusion that the Applicants have 
established that registration of this mark will not unduly 
fetter the freedom of action of other bona fide traders. 

“T must accordingly support the decision and reject the 
appeal. In so doing, however, I want to make it plain that 
the governing considerations as I have sought to express 
them arise from the fact that the Applicants have not satis- 
fied me of the fact of capacity to distinguish; but that this 
judgment is not to be regarded as excluding the possibility 
that in use or on proof of any material circumstances the bur- 
den resting upon these Applicants might not be discharged.” 


It would appear from a consideration of the above passage 
and of the report of the TRAKGRIP case’ referred to therein, that 





16. Dunlop Rubber Co. Ltd.’s Application (1942), 59 R.P.C. 134. 
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Mr. Justice Lloyd-Jacob may have misdirected himself in his in- 
terpretation of the decision of Mr. Justice Simonds (as he then 
was) in the earlier case. If this is so, it is somewhat surprising, 
since Mr. Justice Lloyd-Jacob was the Counsel for the applicant 
in the TRaKGRiP case. Mr. Justice Lloyd-Jacob states that the 
TRAKGRIP application was “brought under the same sub-section,” i.e. 
-under sub-section (2)(b) of Section 10 which deals with the ques- 
tion of whether the mark is in fact capable of distinguishing, but 
it is clear from an examination of the TRAKGRIP case that the ap- 
plication for registration of TRAKGRIP was a Part A application and 
not a Part B application and was dealt with under Section 9 
and not under Section 10. In the TrRaKGrip case the Court was con- 
sidering whether the word TRAKGRIP was entitled to registration in 
Part A as being “any other distinctive mark” within Section 
9(1)(e), and evidence of acquired distinctiveness was considered 
for this purpose. In these circumstances the dicta of Simonds, J. 
in the TRAKGRIP case are not necessarily appropriate to the ques- 
tion for decision in the PpussIKIN case, namely whether the word 
PUSSIKIN was “in fact capable of distinguishing” within Section 
10(2)(b), and it is to be doubted whether Mr. Justice Lloyd-Jacob 
was correct in applying these dicta to the determination of such 
question. It is my submission, therefore, that the decision in the 
PUSSIKIN case is of doubtful authority. 

If, on the other hand, the decision in the pussIKIN ease is cor- 
rect in law, it would follow that the test applied for registration 
of a mark in Part B in the United Kingdom, based on factual 
‘apacity to distinguish under Section 10(2)(b), is substantially 
the same as that for registration of a mark in Part A based on 
factual adaptability to distinguish under Section 9(3) (b). 

In the BUSMASTER case“ application was made for registration 
of the word BuSMASTER in respect of omnibuses and parts thereof, 
in Part A or Part B of the Register. The Hearing Officer refused 
registration both in Part A and in Part B, in the latter case on the 
ground that the word BUSMASTER was not capable of distinguishing 
the applicants’ omnibuses from omnibuses of other traders, and 
he set out certain principles which the Registrar had followed in 
regard to the registration of trademarks having the suffix “master.” 
These principles are: 


“(i) If the word propounded is deemed to have a direct and 
relatively close reference to the character or quality of 





17. International Harvester Company’s Application (1953), 70 R.P.C. 141. 
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the goods concerned, it has been refused registration in 
either Part A or Part B. 

If the word propounded is deemed to have a direct but 
somewhat less pointed reference to the character or quality 
of the goods concerned, it has been refused registration 
in Part A (mandatorily), but accepted for registration 
in Part B. 


If the word propounded is deemed to have no direct refer- 
ence (which would include a covert and skilful allusion) 
to the character or quality of the goods concerned, it has 
been accepted in Part A.” 


In the EARTHMASTER* case application had been made for regis- 
tration of the word EARTHMASTER for mechanical shovels, loading 
shovels and dumpers.. The Hearing Officer refused registration 
in Part A and Part B. There was no evidence of use of the mark. 
At page 76 the Hearing Officer said: 


“T have also considered whether the mark can be regarded as 
capable of distinguishing the Applicant’s goods, as required by 
Section 10 of the Act in order that it may qualify for registra- 
tion in Part B of the Register. There being no evidence of use 
of the mark to establish its factual distinctiveness, the mark 
ean be considered only in the light of its inherent capability 
to distinguish. As to this aspect of the matter, although it 
may be, as Mr. Whitford contended, that other traders in the 
goods propounded could not reasonably desire to use the 
word EARTHMASTER as an ordinary or normal description of 
their products, I do not think that this consideration is the 
only factor to be taken into account; nor am I aware of any 
reported case in which the Court has decided in favour of a 
new (i.e. unused) mark solely upon that footing. For the 
reasons which I have endeavoured to explain above, I think 
that the word EARTHMASTER applied to earth-working imple- 
ments, is directly descriptive of those goods in laudatory sense, 
conveying the meaning that they are fully capable of master- 
ing their task or in other words, a plainly-implied guarantee 
of their excellency and efficiency. Ever since the introduction 
by the Trade Marks Act, 1938, of provision for the registra- 
tion of unused marks in Part B of the Register, it has been the 
practice of the Registrar to refuse to register such marks in 
Part B where they consist of words having a direct and very 


18. Chaseside Engineering Co. Ltd.’s Application (1956), 73 R.P.C. 73. 
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close reference to the character or quality of the goods con- 
cerned, on the ground that, being plainly descriptive or lauda- 
tory, they lack the element of prima facie distinctiveness which 
is essential to enable the tribunal to conclude that they are 
inherently capable of distinguishing within the terms of Sec- 
tion 10. This practice appears to be supported by the observa- 
tions of Lloyd-Jacob, J., in the pusstkin case ( (1955) 72 R.P.C. 
at page 37, lines 15-32). Further, the view which I have formed 
of the mark in the present case is consistent with the prac- 
tice which the Registrar has followed in dealing with the many 
applications which have been, and are continuing to be, made 
to register marks terminating in the word ‘master.’ This 
practice is explained in the report of a decision given on 
behalf of the Registrar in respect of an application to register 
the word BusmMasTEeR ((1955) 70 R.P.C. 141). The present 
mark, in my view, falls within the first category of marks (see 
at page 142, line 13 et seq.) which, being deemed to have a 
direct and relatively close reference to the character or quality 
of the goods concerned, have been refused registration as 
unused marks in both Part A and Part B of the Register.” 


The BRIsK case’® was heard by Mr. Justice Lloyd-Jacob on an 
appeal from a decision of the Hearing Officer refusing an applica- 
tion in Part B for registration of Brisk for, inter alia, cosmetics 
and dentifrices. Reference was made in the decision to two affi- 
davits made by advertising experts who stated that they had never 
known the word Brisk to be used in any descriptive sense by any 
advertiser. However, it was shown that in an issue of an American 
periodical published prior to the swearing of the affidavits, there 
was an advertisement for an after-shave lotion in which this 
product was referred to with the phrase “brisk as an ocean breeze.” 
Mr. Justice Lloyd-Jacob at page 30 said: 


“The characteristic which has to be satisfied by a mark for 
admission to the Register under Part B is now plain beyond all 
possibility of controversy. A mark can only be so entered if 
and and when the tribunal is satisfied that it is capable in 
relation to the goods in respect of which the application is 
made of distinguishing the goods of the proprietor of the 
mark from the goods of other persons. That, as Fletcher Moul- 
ton, L.J., as he then was, made plain many years ago is an 
issue of fact. The question whether a word is or is not capable 
of becoming distinctive—he was dealing with the question of a 





19. Colgate-Palmolive Co.’s Application (1957), 74 R.P.C. 25. 
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mark becoming distinctive, but precisely the same considera- 
tions apply in the application of the phrase ‘capable of dis- 
tinguishing’—is a question of fact and is not determined by 
its being or not being descriptive.” 


In the Verve case*’ application was made for registration of 
the word verve in Part B in respect of phonograph records. Mr. 
Justice Lloyd-Jacob upheld the decision of the Hearing Officer in 
refusing registration in Part B on the ground that the mark was 
not inherently capable of distinguishing the applicants’ goods from 
the similar goods of other traders. Mr. Justice Lloyd-Jacob 
at page 6 said: 




















“Certain observations of my own in the pusSIKIN case ((1955) 
72 R.P.C. 37), were relied upon, happily not in a sense to which 
their somewhat incautious expression might have contributed, 
but as they were intended. Their true significance, as has been 
noted in the EARTHMASTER case (Chaseside Engineering Coy.’s 
Application (1956) R.P.C. 73, at page 76), is to confirm a 
long established practice in cases where a direct and very close 
or very direct and close reference to the character or quality 
of the goods has been held to justify refusal to register under 
Section 9.” 


Since the decision in the EARTHMASTER case concerned regis- 
tration in Part B, it would appear that the reference to Section 9 
in the above passage should be Section 10. Mr. Justice Lloyd- 
Jacob went on to say: 















“As I see the matter, the only justification for holding that the 
word ‘Verve’ has any reference to the character or quality of 
the goods must lie in construing the word ‘record’ as equivalent 
to ‘recording,’ and although I am inclined to doubt whether, 
had I been sitting at first instance, I too would have concluded 
that the reference in such event is very direct and close, or 
direct and very close, I cannot say that a finding to that effect 

is erroneous.” 


There is an excellent review of the authorities in the judg- 
) ment of the Court of Appeal in the Electrix ease.** This judgment 

was upheld by the House of Lords. The Court of Appeal refused 
registration of ELEcTRIx in Part A and in Part B on the ground 















20. Verve Records Inc.’s Application (1958), 75 
| 21. Electrix Ltd.’s Application (1958), 75 R.P 
; 283 (H.L.). 
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that the word was the phonetic equivalent of the word “electrics” 
and that the latter word was one which should not be granted 
registration since it was “one which traders in electrical goods 
and appliances might reasonably and properly wish to use in 
relation to their goods as well as to their businesses.” ** The judg- 
ment of the Court of Appeal which was read by Jenkins, L.J., 
states at page 193: 

“The doctrine as we understand it is that if a given word is for 
any reason unregistrable in its proper spelling then, inasmuch 
as trade marks appeal to the ear as well as to the eye, the ob- 
jection (whatever it may be) to the registration of the prop- 
erly spelt word applies equally to a word which is merely its 
phonetic equivalent.” 


Registration of the following trademarks in Part B was 
refused: 


MINIGROOVE for sound records.”* 


The letters rx within interlinked ovals, for vehicles 
water craft.* 
NEEDLETUFT for knitted goods and carpets.” 


WACKER-CHEMIE for chemical goods.”° 


Registration of the following trademarks in Part B 
allowed: 
INSTANT Dip for cleansing and scouring preparations.” 


Micronic for oil filters. 
sMitsvonk for electric spark apparatus.*** 


It is extremely difficult to arrive at a clear interpretation of 
the words “capable of distinguishing” from the numerous decisions 
of the British Courts, since these decisions are not entirely con- 
sistent and, insofar as they attempt to explain the meaning of 
these words, are not infrequently ambiguous or obscure. One can 








22. Electrix Ltd.’s Application (1958), 75 R.P.C. 193. 

23. Philips Phonographische Industrie’s Application (1955), 72 R.P.C. 183. 
24. Ford-Werke A.G.’s Application (1955), 72 R.P.C. 191. 

25. Cabin Craft Inc.’s Application (1955), 72 R.P.C. 333. 

26. Wacker-Chemie G.m.b.H.’s Application (1957), 74 R.P.C. 278. 

27. Otto Seligmann’s Application (1954), 71 R.P.C. 52. 

28. Automotive Products Co. Ltd.’s Application (1953), 70 R.P.C. 224. 

28a. Smitsvonk N.V.’s Application (1955), 72 R.P.C. 117. 
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also detect in the later cases a tendency to impart a narrower or 
more restricted meaning to the words than was given to the words 
in earlier cases, and this has been reflected in the practice of the 
British Trade Marks Office in regard to Part B applications. 

According to recent British decisions, it would appear that a 
mark to be registrable in Part B under Section 10 of the 1938 Act, 
in the absence of use, must be prima facie distinctive,” must not 
have a very direct and close, or direct and very close, reference to 
the character of quality of the goods,*° and must not be a word 
which other traders are likely, in the ordinary course of their busi- 
ness and with no improper motive, to desire to use.**? From an ex- 
amination of the British decisions in regard to Part B applications 
under the 1938 Act, the conclusion must be reached that in order 
to secure registration in Part B a mark must possess a degree of 
distinctiveness, inherent or acquired or both, at the time of ap- 
plication for registration, this degree of distinctiveness being less, 
but not substantially less, than that required for registration in 
Part A. 


Examination of Australian Section 


In construing Section 25 of the Australian Act it is noted 


firstly that the Section specifically refers to distinctive marks, 
whereas the British Section does not. However, this difference 
between the Sections is not a significant one, since distinctive 
marks are held to be “capable of distinguishing” and are therefore 
registrable under the British Section. 


Secondly, the Australian Section specifically permits regis- 
tration of marks which are not distinctive, but are capable of be- 
coming distinctive. The inclusion in the Australian Section of the 
words “marks which are not distinctive” represents a fundamental 
distinction between the Australian Section and the British Sec- 
tion, because according to the authorities the British Section does 
not provide for the registration of non-distinctive marks. Since 
the British Section requires that a mark shall be prima facie dis- 
tinctive or shall possess an element of distinctiveness, either in- 
herent or acquired, in order to be registrable in Part B, it seems 
that a mark which is “not distinctive but is capable of becoming 


29. EARTHMASTER case (1956), 73 R.P.C. 73. 

30. Verve case (1958), 75 R.P.C. 3. 

31. PUSSIKIN case (1955), 72 R.P.C. 36; Electrix case (1958), 75 R.P.C. 176; 
Electria case (1959), 76 R.P.C. 283. 
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distinctive” could not, in the absence of evidence of use, be regis- 
tered under the British Section. 

It is submitted that the words “is capable of becoming dis- 
tinctive” in the Australian Section should be considered in con- 
junction with the preceding words “is not distinctive but” and not 
separately therefrom, since they are clearly related and inter- 
dependent. The Section distinguishes between two groups of 
marks, namelv distinctive marks and non-distinctive marks, marks 
of the first group being registrable in Part B without qualification 
and marks of the second group being registrable in Part B only if 
they have the quality of becoming distinctive at a future time. 
There is no room for argument as to whether the words in the 
second group must possess a degree of distinctiveness since they 
are clearly stated to be marks which are non-distinctive at the 
time of application. The words “becoming distinctive” clearly 
refer to a future property of the mark and not to its characteristics 
at the time of application. These words cannot be given the some- 
what ambiguous or dual interpretation which has been given to the 
words “capable of distinguishing” in some British decisions, and 
which has been due to the fact that the word “distinguishing” in 
the British Section can refer either to the present or to the future. 
In both the British and the Australian Sections the word “capable” 
refers to a capacity which the mark is required to possess at the 
time of application. However, in the British Section the capacity 
required is a capacity of the mark to distinguish the goods of the 
applicant from those of others, not merely at a future time but 
primarily at the time of application, whereas the Australian Sec- 
tion requires that the mark shall have a capacity, at the time of 
application, to become, at a subsequent time and not at the time 
of application, distinctive of the goods of the applicant. 


Thirdly, it is to be noted that the word “distinctive” is used in 
Section 25 of the Australian Act and not in Section 10 of the 
British Act, and that the definition of “distinctive” in Section 26(1) 
of the Australian Act applies to the whole Act whereas the similar 
sub-section 9(2) of the British Act applies only to Section 9. In 
the light of Section 26(1), Section 25 may be interpreted as per- 
mitting registration in Part B of marks which “are not adapted 
to distinguish, but are capable of becoming adapted to distinguish” 
the goods of the applicant from those of others. 


Fourthly, the absence from the Australian Act of a sub-section 
corresponding to sub-section 10(2) of the British Act is a fur- 
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ther indication that the words “capable of becoming distinctive” 
in the Section 25 of the Australian Act have a different meaning 
from the words “capable of distinguishing” in the British Act. 
Australian Section 26(2) corresponds to British Section 9(3) and 
is in my view more clearly expressed; but in omitting any provi- 
sion corresponding to British sub-section 10(2) the Australian 
legislature has recognized that it would not be appropriate to dis- 
criminate between an inherent and a factual capacity to become 
distinctive. 


Registrability Under Section 25 


If my interpretation of Section 25 is correct, it follows that, 
in determining whether a non-distinctive mark is registrable under 
Section 25, the Registrar or Court must be concerned primarily 
with the question of assessing whether the mark is such that, if it 
is used by the applicant in the normal way as a trademark in re- 
spect of the goods for which registration is sought, it will, after a 
reasonable period, be adapted to distinguish the goods of the ap- 
plicant from those of others within the meaning of Section 26(1). 
This assessment requires a degree of prevision. It is necessary 
for the tribunal to consider the nature of the mark, the type of 
goods for which the mark is to be used, the conditions (if any) to 
which the registration is to be subject, and any other cireum- 
stances that are likely to affect the use of the mark in respect 
of the goods. If there has been any prior use of the mark, this 
must also be considered in relation to its effect on the ability of 
the mark to become distinctive. Evidence of use of the mark after 
the date of the application may also be relevant. Evidence that 
the mark has acquired distinctiveness in another market, or that it 
has previously been accepted for registration as a distinctive mark, 
or that it has been found elsewhere to be “capable of distinguish- 
ing,” is of relevance. Evidence that use of the mark has been 
confined to the applicant, or that it has become distinctive to some 
purchasers, or within a limited area, are factors which can affect 
its capacity to become distinctive within the meaning of Section 
25. However, if the mark has been used for a lengthy period with- 
out becoming distinctive, it would be difficult to convince the tri- 
bunal that it is capable of becoming distinctive in the future. 

Although no period is specified in Section 25 within which 
the mark must become distinctive, the tribunal must, in considering 
the capacity of a mark to become distinctive, have in mind a pe- 
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riod which is sufficiently long to enable the mark to acquire dis- 
tinctiveness if used under normal trading conditions and with 
reasonable diligence, but it is unlikely that the Section contem- 
plates the consideration of an excessively long period. 

It is clear, of course, that not all non-distinctive marks are 
registrable under Section 25. The problem which confronts both 
the Trade Marks Office and the applicant is—where and how is 
the line to be drawn? In the United Kingdom, it has been solved 
in a manner, which at least is satisfactory to the Trade Marks 
Office, whereby certain “rules” have been laid down, and in some 
cases approved by the Courts, concerning the types of marks 
which are allowed registration in Part B and those which are not. 
For example, the rule regarding surnames is given in the Swallow 
ease ;** the law concerning the registration of geographical names 
is discussed in the Liverpool case,* the GLastonBuURY’s case** and 
the Yorkshire case;*° the practice regarding initials is given in the 
FK case;*° the rules regarding descriptive words are given in the 
PUSSIKIN case™ and the Verve case;** and the rule regarding words 
ending in MASTER is given in the BUSMASTER case.*® In addition to 
these rules, there is a general rule that the mark in order to be 
registrable in Part B must be prima facie distinctive.*° 

It has also been established, both in relation to Part A ap- 
plications and Part B applications, that the Registrar has a dis- 
cretion to refuse registration, and that registration should be 
refused if the mark is one which is incapable of becoming distine- 
tive no matter how much evidence of factual distinctiveness is pro- 
duced, and which should not be monopolized by any one trader. 
Authorities for this are the rruir saLt case, the W. & G. case,” 
the PERFECTION case,** the Liverpool case,** the Yorkshire case,* 
and the Electria case*® It is submitted that these authorities, in 
contradistinction to those British decisions which establish rules for 
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Eno v. Dunn (1890), 7 R.P.C. 311. 
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(1954), 71 R.P.C. 150. 
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the application of the words “capable of distinguishing,” are equally 
applicable in Australia, since they are based on general principles 
which underly both the British and the Australian Acts. 

It is submitted, therefore, that in determining whether a non- 
distinctive mark is registrable in Part B under Section 25, the 
tribunal should: 


(1) consider whether the mark is capable, at the time of ap- 
plication, of becoming, within a reasonable period after 
the time of application, distinctive of the goods of the 
applicant, : 


in considering (1), have regard to (a) any conditions or 
limitations to which the registration is to be subject, and 
(b) any evidence of use of the mark or other circumstances 
which may assist in determining the capacity of the mark 
to become distinctive, 


(3) consider whether the mark is one which by its nature 
is such that, irrespective of the extent of use of the 
mark, a monopoly in the use of it should not be acquired. 


In assessing whether a mark which is capable of becoming 
distinctive should be refused registration under Section 25, the 
Australian Trade Marks Office and the High Court of Australia 
will no doubt formulate “rules” in relation to the registrability of 
the various types of marks which are submitted for registration, 
but although they will have due regard to the British decisions, 
the practice to be followed under Australian Section 25 should, 
I consider, be determined anew from a proper interpretation of 
the Australian Act and not by mere adoption of the British prac- 
tice which is based on different statutory provisions. 





Vol. 50 T.M.R. PUERTO RICO & THE LANHAM ACT 





PUERTO RICO AND THE LANHAM ACT! 


By Joseph Gray Jackson* 


The emergence of Alaska and Hawaii as states focuses at- 
tention more sharply on the interesting situation of Puerto Rico 
with respect to the Lanham Act. 

Political considerations in Puerto Rico, and no doubt the em- 
phasis placed by Great Britain on relaxing the ties to its colonies 
by setting up Commonwealths, led Congress by Public Law 600 
of July 3, 1950 to permit Puerto Rico to establish itself as a 
Commonwealth—the first in the relation of the United States to its 
dependencies.’ 

Apparently the intention was to give to Puerto Rico a high 
degree of independence, certainly greater than that of a territory 
and possibly greater than that of a state, while at the same time 
retaining Puerto Rico in the United States “family” of legal en- 
tities. 

This raises very interesting questions as to whether and to 
what extent the Lanham Act applies in Puerto Rico. 

If Puerto Rico is really a 51st state, although called a Com- 
monwealth, it should be evident that the Lanham Act will not 
apply to intra Puerto Rican commerce, but will apply to inter 
Puerto Rican commerce, that is, between Puerto Rico and states 
of the United States, or foreign commerce between Puerto Rico 
and foreign countries. 

If, on the other hand, Puerto Rico is really a territory, then 
it must have a status similar to that of the District of Columbia, 
and the Lanham Act would apply to both intra, inter and foreign 
commerce as above defined. 

If, however, the Lanham Act is not applicable at all to Puerto 
Rico, then it would seem that it would not apply to any of the 
above. 

The matter is not made any simpler by the fact that Puerto 
Rico has two trademark registration systems of its own, both 
preceding the Lanham Act: 





+ 1.1—TRADEMARK ACT OF 1946—CONSTRUCTION. 

* Partner in the firm of William Steell Jackson and Sons, Philadelphia, Pennsyl- 
vania; member of the Pennsylvania Bar. 

1. This is believed to be a completely different character of legal entity from the 
states which are commonwealths, such as Pennsylvania, Massachusetts, Virginia, West 
Virginia and Kentucky. See the illuminating discussion of this problem in Magruder, 
The Commonwealth Status of Puerto Rico, 15 U. Prrr. L.R. 1 (1953). 
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1. One system provides for registration of marks in Puerto 
Rico in a manner similar to the way in which registrations are 
made by states. 


2. Another system provides for recording United States 
trademark registrations in Puerto Rico. 


When the Lanham Act became effective on July 5, 1947, 
Puerto Rico was a territory. It would therefore appear that as 
of that time the Lanham Act applied to Puerto Rico in the same 
manner that it applied to the District of Columbia. 

The Lanham Act, Section 45, 15 U.S.C. 1127, defines the 
United States to include and embrace all territory which is under 
its jurisdiction and control. Commerce is defined to mean all com- 
merce which may lawfully be regulated by Congress. The intent 
of the Act is stated to be to protect registered marks used in such 
commerce from interference by state or territorial legislation 
and to protect persons engaged in such commerce against unfair 
competition. 

For example, it has been held that under the Lanham Act 
a United States court has jurisdiction to enjoin a defendant 
United States national from trademark infringement in Mexico 
which adversely affects commerce which may lawfully be regulated 
by Congress, even though the defendant has a Mexican trademark 
registration.? Of course, a court has a right to compel cancella- 
tion of a state trademark registration of an infringer.* 

The Lanham Act as it applies to interstate and foreign com- 
merce is ordinarily based upon the commerce clause of the Federal 
Constitution. It is established law that the commerce clause of 
the Federal Constitution does not apply to commerce within Puerto 
Rico.* 

Of course this would have no effect upon the application of | 
the Lanham Act to Puerto Rico on July 5, 1947, because the Lan- 
ham Act as applied to intra Puerto Rico commerce would be based 


2. Bulova Watch Co. v. Steele, 194 F.2d 567, 92 USPQ 266, 42 TMR 299 (C.A. 
5th, 1952), affirmed 344 U.S. 280, 97 L.Ed. 319, 73 S.Ct. 252, 43 TMR 57 (1952); 
Ramirez v. Las Palmas, 146 F.Supp. 594, 47 TMR 217, 111 USPQ 296 (D.C.,8.D. Cal., 
1956), affirmed 245 F.2d 874, 114 USPQ 473 (C.A. 9th, 1957), certiorari denied 355 
U.S. 927, 2 L.Ed.2d 357, 78 S.Ct. 384 (1958). 

3. Coca-Cola v. Rutherford, 33 TMR 460, 60 USPQ 238 (D.C.,W.D. Wash., 1943) ; 
California v. Sunkist, 68 F.Supp. 946, 36 TMR 388, 71 USPQ 224 (D.C.,8.D. Ill., 1946). 

4. Sancho v. Bacardi, 109 F.2d 57 (C.A. 1st, 1940), modified Bacardi vy. Domenech, 
311 U.S. 150, 85 L.Ed. 98, 31 TMR 2, 47 USPQ 350 (1940); Buscaglia v. Hermanos, 
162 F.2d 805 (C.A. 1st, 1947), certiorari denied 332 U.S. 816, 92 L.Ed. 393, 68 S.Ct. 
154 (1947); and Mora v. Torres, 113 F.Supp. 309 (D.C.,P.R., 1953), affirmed 206 F.2d 


377 (C.A. 1st, 1953). 
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upon the general power of the federal government to regulate ter- 
ritories, since the United States Constitution, Article IV, Section 
3, provides that Congress shall have power to make all needful 
rules and regulations respecting the territory belonging to the 
United States. There are numerous decisions under this Section 
which permit Congress to make laws for the territories which 
occupy the field on which a state would normally legislate, as well 
as the federal field.° 

Likewise the fact that the commerce clause did not apply with- 
in Puerto Rico would not prevent the commerce clause from apply- 
ing to commerce between Puerto Rico and a state, or between 
Puerto Rico and a foreign country. 

We now have the interesting question as to what effect, if 
any, the Lanham Act had on local Puerto Rican trademark regis- 
trations in the period subsequent to July 5, 1947 and until July 25, 
1952 when Puerto Rico became a Commonwealth. 

In American v. Heacock,’ the Supreme Court had before it a 
ease arising in the Philippines. The Philippines passed a trade- 
mark act in 1903. The United States Trademark Act of 1905 pro- 
vided no substantive rights but merely dealt with remedy. The 
organic act of the Philippines kept the local trademark law in 
force, and the court held that this was not influenced by the Federal 
Trademark Act of 1905. 

This situation, however, is very different from the Lanham 
Act, since there are clearly substantive rights established under 
the Lanham Act.’ 

Furthermore, under one of its systems, trademarks regis- 
tered under the Lanham Act were recorded in Puerto Rico, 
which seems to be evidence that there was nothing incompatible 
with the Lanham Act in the law of Puerto Rico. While this is use- 
ful as evidence of compatibility, it is not seen how the owner of a 
Lanham Act registration could be deprived of any rights while 
Puerto Rico was a territory, due to failure to record in Puerto Rico. 





5. Accordingly, the explanation of the basis for application of the Lanham Act 
within the District of Columbia made in Rospert, THE NEW TRADEMARK MANUAL 
(1947) pages 268, 269, would apply to Puerto Rico. 

6. 285 U.S. 247, 52 S.Ct. 387, 76 L.Ed. 740, 22 TMR 127 (1932). 

7. New England v. Mendes, 190 F.2d 415, 41 TMR 811, 90 USPQ 151 (C.A. Ist, 
1951); Sterling v. Cold Spring, 100 F.Supp. 412, 41 TMR 990, 90 USPQ 242 (D.C. Mass., 
1951) ; Iowa v. Farmers’, 247 F.2d 809, 47 TMR 1492, 114 USPQ 382 (C.A. 8th, 1957) ; 
Elcon v. Elcon, 132 F.Supp. 769, 45 TMR 1209, 106 USPQ 217 (D.C.,E.D.N.Y., 1955) ; 
Springfield vy. Founders, 115 F.Supp. 787, 44 TMR 170, 99 USPQ 38, 41 (D.C.,N.D. 
Cal., 1953); Sargent v. Welco, 195 F.2d 929, 42 TMR 547, 93 USPQ 144 (C.A. 8th, 
1952); S. C. Johnson vy. Johnson, 175 F.2d 176, 39 TMR 557, 81 USPQ 509 (C.A. 2d, 
1949). 
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On the other hand, the system of registration de novo in 
Puerto Rico would seem to be superseded during this time in- 
terval, since Congress had occupied the field. 

We now are presented with the question of what effect the 
organization of the Commonwealth on July 25, 1952 had on the 
Lanham Act in Puerto Rico. 

The Federal Relations Act, Section 58, I Laws of Puerto Rico 
Annotated 171 provides: 


“That all laws or parts of laws applicable to Puerto Rico 
not in conflict with any of the provisions of this Act 
(are) hereby continued in effect.” 


There is nothing whatever said about the Federal Trademark 
Law. The Lanham Act would seem to involve no conflict with the 
Federal Relations Act, and it seems that the same legal situation 
which previously existed in respect to the Lanham Act would con- 
tinue, insofar as it is compatible with the new status of Puerto 
Rico. 

There are recent decisions holding that Puerto Rico as a 
Commonwealth is for some purposes really a state, and for other 
purposes really a territory. 

Thus Detres v. Lions,’ held that for the purposes of diversity 
litigation Puerto Rico is really a territory. The Court was in- 
fluenced by the following provision of the new Constitution of 
Puerto Rico. 


“We, the people of Puerto Rico, in order to organize ourselves 
politically on a fully democratic basis, to promote the general 
welfare, and to secure for ourselves and our posterity the 
complete enjoyment of human rights, placing our trust in 
Almighty God, do ordain and establish this Constitution of 
the commonwealth which, in the exercise of our natural rights, 
we now create within our Union with the United States of 
America.” 


The court pointed out that many United States laws which 
are not considered locally inapplicable still apply to Puerto Rico 
as they would to a territory. For example, federal crimes are 
still punished in Puerto Rico.’ 





8. 234 F.2d 596 (C.A. 7th, 1956). 
9. Arbona v. Kenton, 126 F.Supp. 366 (D.C.,8.D.N.Y., 1954). 
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On the other hand, it was held in Mora v. Nejias,’® that Puerto 
Rico is really a state from the standpoint of establishing a three 
judge court. The Court of Appeals for the First Circuit which re- 
ceives appeals from Puerto Rico refused to decide this question 
on appeal.” 

It would seem that the purpose of Congress in promoting the 
organization of the Puerto Rican Commonwealth was to give 
Puerto Rico a status with much more local control than would be 
possible in a territory, and yet which would be more like a ter- 
ritory than a state because federal law would apply in numerous 
areas where, in a state, state law would apply. In other words, 
it is a Jurisdiction which is sui generis, but really a super-territory. 

If this is correct, the Lanham Act will apply to commerce 
between Puerto Rico and a state, and to commerce between Puerto 
Rico and a foreign country. 

Since the Lanham Act already applied to imtra Puerto Rican 
commeree before Puerto Rico became a Commonwealth, it would 
appear that the Lanham Act governs intra Puerto Rican com- 
merce under the Commonwealth. 

Local registration or recording of a trademark in Puerto 
Rico is therefore without effect. 

Of course, until this question of the status of Puerto Rico 


is definitively settled, the wise trademark user will continue to 
register or record in Puerto Rico, because: 


1. If Puerto Rico is really a foreign country united by ties 
to the United States, local registration or recording is very im- 
portant. 


2. If Puerto Rico is really a state, in view of its remoteness, 
local registration and recording is more than usually important.” 





10. 115 F.Supp. 610 (D.C.,P.R., 1953). 

11. Mora v. Nejias, 206 F.2d 377, 223 F.2d 814 (C.A. 1st, 1953). 

12. In view of my conclusion that the local registration and recording statutes 
are really without effect, since Puerto Rico is a super-territory, I have left untouched 
the difficult question as to whether if local recording and registration are effective, 
recording of a Federal trademark registration under the law of Puerto Rico would be 
preeminent over a local registration de novo, or vice versa, or whether the first filed 
or first registered would prevail. 
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LEGAL CURBS ON ADVERTISING** 


By W. G. Reynolds** 


Advertising is the art of manipulating communication to build 
a public acceptance known to the business world as commercial 
good will.’ It is not governed by any established and well ecrys- 
tallized code known as “Advertising Law.” It is regulated by rules 
borrowed from numerous branches of the common law, supple- 
mented and refined by many statutes.’ 


I. Principal Curbs 


Most of the difficulties confronting house counsels in this field 
stem from two congenital weaknesses of advertising people (a) 
the urge to overplay copy claims, and (b) the tendency to pur- 
loin supporting material. These weaknesses are responsible for 
the application of the general legal curbs against deceit and piracy. 


A. Law of Deceit 


The law of deceit supplied the original remedy for misrepre- 
sentation. Under that law a misrepresentation occurred with 
every substantial deviation from the truth. If the deviation was 
of a nature calculated to influence and did in fact influence some 
injurious action on the part of others, relief was available upon 
proof of special damage.® 

This original remedy has now been refined by a veritable 
flood of state and federal statutes that deal specifically with false 
and misleading advertising. Examples of state statutes of this 
type are the “Printers’ Ink” statutes making it a criminal offense 
in most jurisdictions to issue false or misleading advertising 
whether intended as such or not.* The principal statutes of this 





t+ 11.—FEDERAL TRADE COMMISSION. 

* Original paper presented at the House Counsel Institute, University of Wiscon- 
sin, Madison, Wisconsin. Reprinted by permission of the Law School Extension Division 
of the University of Wisconsin and “The Practical Lawyer” magazine of the American 
Law Institute. 

** Counsel to Advertising, Public Relations and Central Research Departments in 
the Legal Department, E. I. du Pont de Nemours & Co., Wilmington, Delaware. 

1. On the basis of Howe v. Searing, 19 How. Pr 14 it could be added that “Good 
will resolves itself into reputation.” 

2. A comprehensive compilation of statutory refinements of the common law curbs 
on advertising is appended to Regulation of Advertising, 56 CoLUMBIA LAW REVIEW, 
p. 1018 (1956). 

3. SCHERMERHORN, OUTLINES IN Tort, p. 301 (1925). 

4. These statutes derive their name from “Printers’ Ink” magazine which was a 
principal sponsor of this legislation, and are now adopted in Alabama, Colorado, Con- 
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type at the federal level are the Federal Trade Commission Act® 
and the Food, Drug and Cosmetic Laws.*° 


B. Law Against Piracy 


Piracy of advertising material extends to all its tangible 
components, from names and photographs, through testimonials 
to the very ideas which underlie whole, programs or campaigns. 


To curb the unauthorized use of names and photographs in 
advertising the courts and the legislators have coined a law to 
govern privacy.’ This treats “privacy” as the right of every in- 
dividual “to be let alone” by those who ply trade, at least until 
consent is given in writing to its invasion.® 

To curb the unauthorized use of testimonials, the common law 
rules of literary property have come to recognize that an author 
retains a residual right to the form of his letters even though legal 
title to the paper on which they are written passes to the ad- 
dressee upon delivery through the post.® 

To curb the theft of advertising ideas, the courts have utilized 
the law against breach of trust,’® the law of literary property,” 
the law of quasi-contract,” plus remedies against unjust enrich- 
ment** and unfair competition, to afford remedies for injuries 
that only a few years ago had no remedy in the absence of express 
contract.” 








necticut, District of Columbia, Hawaii, Idaho, Lllinois, Indiana, Iowa, Kansas, Ken- 
tucky, Louisiana, Michigan, Minnesota, Nebraska, Nevada, New York, Ohio, Oklahoma, 
Oregon, Rhode Island, Virginia, Washington, West Virginia, Wisconsin, Wyoming. 

5. 15 U.S.C. Sec. 45(a)(1) (1952). 

6. 21 U.S.C. c. 9 (1952) as amended 21 U.S.C. ec. 9, Supp. IIT (1956). 

7. The right of privacy is now recognized in Alabama, Arizona, California, Florida, 
Georgia, Illinois, Indiana, Iowa, Kansas, Kentucky, Louisiana, Michigan, Missouri, 
Montana, New Jersey, North Carolina, Ohio, Oregon, Pennsylvania, South Carolina, 
Texas, Utah and Virginia. Seven more states have indicated a disposition to recognize 
it when occasion presents itself, viz. Arkansas, Connecticut, Massachusetts, Minnesota, 
Oklahoma, Tennessee, Washington. Contra: Rhode Island and Nevada. Wisconsin 
seems to have followed this minority since the decision in Judevine v. Benzies Montanye 
Feed and Whse. Co., 227 Wis. 512, 269 N.W. 295 (1936). 

8. Simon, THE LAW FOR ADVERTISING AND MARKETING, p. 302 (1956). 

9. Baker yv. Libbie, 210 Mass. 500, 97 N.E. 109 (1912). 

id. Sachs v. Cluett-Peabody and Co., Inc., 265 App. Div. 497, 39 N.Y.S.2d 853 


Golding v. RKO Pictures Inc., 35 Cal.2nd 690, 221 P.2d 95 (1950). 
Yadkoe v. Fields, 66 Cal. App. 2nd 150, 151 P.2d 906 (1944). 
How, J. Ryan & Associates, Inc. v. Century Brewing Ass’n, 185 Wash. 600, 
55 P.2d 1053 (1936). 
14. See Kurlan v. CBS, 40 Cal. 2nd 799, 256 P.2d 962, 97 USPQ 556 (1953). 
15. Under the general rule an author who disregarded caution and failed to effect 
a formal contract regulating the use of the ideas by a confidant found the courts deny- 
ing him any relief whatsover “principally on the theory that he invited his own disaster,” 
Vol. 2 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, p. 850 (2nd ed. 1950). 
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II. Hedges 


The surest hedge against deceptive advertising is full dis- 
closure of material facts and meticulous regard for truth and ac- 
curacy in the process.” 

By “material facts” in advertising we mean those pertaining 
to quantity and condition of product or character and location of 
services or business.*’ 

The surest hedge against piracy charges is for advertising 
personnel to cover with written consents material borrowed from 
others. 

These consents are of three general types (a) simple letters 
of permission from private corporations, semi-public institutions 
and government agencies whose names or facilities are desired 
in advertising (b) formal releases from employees and outside 
individuals who model for advertising, and (c) licenses or assign- 
ments from those whose letters, manuscripts and literary works 
are to be excerpted for use as testimonials or for any other ad- 
vertising purpose. 

Simple letters of permission are possible from private cor- 
porations because the legal guarantees of privacy are purely per- 
sonal and do not extend to institutions.** The various statutes 
which protect against “name-dropping” such semi-public institu- 
tions as the Girl Scouts*® and the Red Cross” or such public in- 
stitutions as the Armed Forces or other agencies of the federal 
government” require nothing more than these simple letters of 
permission. 

Formal releases are needed from employees and other in- 
dividuals who are covered by the guarantees of privacy because 
a bare permission to use an individual’s name or photograph 
is subject to termination at will. A properly worded release form 
is not.” In most states these formal releases are not valid unless 
supported by valuable consideration.** The payment of one to five 
dollars to an advertising model is ample money consideration but 
proofs of payment are often lost. In about half the states a re- 


16. SCHERMERHORN, OUTLINES IN TorT, p. 293 (1925). 

17. 23 Am. Jur., “Fraud and Deceit,” Sec. 7, p. 758 (1939). 

18. Vassar College v. Loose-Wiles Biscuit Co., 197 F. 982, 2 TMR 496 (D.C.W.D. 
Mo. 1912). 

19. 36 U.S.C. Sees. 32, 36. 

20. 18 U.S.C.A., Sections 706 and 917. 

21. NBBB, Do’s & Don’Ts IN ADVERTISING Copy Sec. 2, contains a full summary 
of these name-dropping curbs. 

22. Simon, THE LAw FoR ADVERTISING AND MARKETING, p. 321 (1956). 

23. Garden v. Parfumerie Riguad, Inc., 151 Misc. 692, 271 N.Y.S. 187 (1933). 
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lease without evidence of a money payment is invalid unless given 
under seal.** The one single course that seems to meet all these 
technical requirements is to couple the payment of money con- 
sideration with a seal on all model releases. 

Licenses from those whose letters are used as testimonials 
are fairly simple. They usually recite that the releasor is of legal 
age and for a stipulated amount has authorized the advertiser 
to reproduce his comments or statements on some specified sub- 
ject either with or without his photograph, name, and address for 
any advertising campaign which the advertiser may run.” 

Where more elaborate writings are lifted, more formal licenses 
are advisable. In the case of literary works or musical composi- 
tions such as those now occasionally used in radio or television 
advertising, it is preferable not to hazard any license but to work 
out with house counsel a specially tailored assignment of all the 
desired rights, title and interest of the author.** This is especially 
true where copyrights are involved. 

With court reversal of long precedent to permit recovery for 
piracy of the ideas underlying advertising, the taking of releases 
has become increasingly prevalent in that field. While employers 
are now probably entitled as a matter of law to ideas that 
creative employees generate as part of their advertising jobs, a 
“gray” area develops where the advertising ideas have no relation 
to the job or where the ideas come from personnel in jobs which 
are not innately creative. The existence of a carefully constructed 
employee-suggestion plan may be an adequate hedge against the 
risks that arise in this “gray” area. But, if no employee-suggestion 
plan is at hand, the same releases that are taken from non-em- 
ployees should be used on advertising ideas submitted by em- 
ployees. 

A popular form for these releases consists of a letter request- 
ing those with ideas to seek through their personal attorneys a 
United States copyright, trademark, or patent registration before 
sending ideas to the advertiser. If this course is not practicable 
or desirable, then the letter insists that the submitter sign and 
return an enclosed duplicate original to signify his agreement that 
the idea is not to be treated in a confidential manner by the ad- 
dressee and that the receiver is to be the sole judge of its merits 
as well as any price that may be paid for its later advertising use. 





24. 170C.J.8S., “Contracts,” Sec. 72, p. 423. 
25. Dieces, THE MODERN LAW OF ADVERTISING AND MARKETING, p. 266 (1948). 
26. Diaces, THE MoDERN LAW OF ADVERTISING AND MARKETING, p. 268 (1948). 
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A special problem arises when one of these ideas simply ar- 
rives in the mail without prior warning. One method of handling 
such developments is to route the letter to house counsel to be 
held in protective custody until he can obtain waivers. This re- 
duces the risks of a piracy suit because it insulates the idea from 
the creative people in the organization until necessary legal pre- 
cautions can be taken. 


III. Inducements 


This brings us to the inevitable handful of employees who 
regard all double-checking and waiver-taking activity as so much 
legal “red-tape.”’ 

One highly effective way of inducing cooperation from such 
employees is to outline for them the threats of litigation that 
these advance precautions are trying to foreclose. 

In the old days, these threats might have comprised little 
more than the prospect of some reprisal letter from the Federal 
Trade Commission. But, with manufactures’ liability now mount- 
ing sharply, with the relaxation of the rules of express warranty 
and implied warranty in favor of remote vendees in the product 
liability cases, with the size of jury awards mounting in consumer 
injury cases; and with no way of keeping advertising out of the 
covering court records under the current relaxations in the rules of 
evidence,” this threat becomes much more sophisticated. 

It is also well to recall that we still have a dubious inheritance 
from the law of libel and slander. 

That inheritance is “the multiple publication rule” coined 
many years ago to make a libel actionable in each and every juris- 
diction where published.** The rule has now been gradually ex- 
tended to embrace all torts committed by publication, like injurious 
falsehood and invasion of the right of privacy.*® This means to 
national advertisers that a single infraction of the legal curbs on 
advertising can mean suits by the injured party in more than 
forty states® instead of in the single state that ordinarily handles 
other types of torts. 


27. 44 A.L.R.2d p. 1027 et seg. (1955). 

28. Duke of Brunswick v. Harmer, 14 Q.B. 185, 117 Eng. Rep. 75 (1849). 

29. 58 A.L.R.2d 650 (1958). 

30. Delaware and New Jersey were said to have discarded the multiple publication 
rule in Ettore v. Philco TV Broadcasting Corp., 229 F.2d 481, 46 TMR 319 (C.A. 3, 
1956). Arizona, California, Idaho, New Mexico, North Dakota and Pennsylvania have 
discarded it by statute. But, the multiple publication rule is a continuing threat in 
all other States including Alaska and Hawaii. 
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In addition to litigation threats there are also considerations 
of “talent relations” which are sometimes productive of coopera- 
tion on these legal hedges. This has come with the increasing use 
in advertising of intellectual creations of outside artists, actors, 
actresses and writers. These people literally live by their natural 
endowments and are apparently prepared in the same degree to 
“die” for their rewards. Commercial photographers often claim 
that they own negatives and are entitled to charge advertisers over 
and over again for new prints.** Photographie models have, on oc- 
casion, asserted that a custom of their profession entitles them to 
more fees every time an original pose is diverted to a new use.*” 
Motion picture, radio and TV stars have talent guilds which de- 
mand fee retakes on reruns of their productions beyond specified 
uses and times. These pressures provide the additional argument 
opposite the uncooperative employees that the waivers, letters 
and release forms discussed above, are a low premium form of 
legal insurance against danger zones.** 

And there is the final point that the “red-tape” involved in this 
waiver taking is constantly being shifted over to the Advertising 
Agencies by contracts forcing them to hedge legal curbs them- 
selves as a service to their clients at least on copy and components 
that originate or flow through them.* 


IV. Current Events 


This brings us to the current events in which you were inter- 
ested, and one most current of these at this moment seems to be a 


99 35 


statutory move to regulate “subliminal advertising. 
Subliminal advertising is advertising beamed below the thres- 

5 
hold of human consciousness through either audio or video tech- 





31. This claim found judicial support as early as 1894 in Corliss v. E. W. Walker 
Co., 64 Fed. 280 (C.C.A. Mass. 1894). Contra: Lumiere v. Robertson-Cole Distributing 
Corp., 280 F.. 550 (C.C.A. 2, 1922). 

32. The contention is apparently adopted from the theory pioneered unsuccessfully 
by the plaintiff artist in Pushman v. New York Graphic Society Inc., 287 N.Y. 302, 39 
N.E.2d 249 (1942). 

33. Purchase orders for stock photography often have special provisions stamped 
on their face with a rubber stamp to clarify ownership of negatives. On other advertis- 
ing components the usual lengthy printed conditions on purchase orders are incorpo- 
rated by reference in the contract of sale. 

34. Some Agency contracts provide that “Since the procurement of releases is a 
part of standard Agency practice, it is understood that Agency will secure and keep 
filed for future reference properly executed releases on all material which it originates 
and submits, the use of which involves the rights of privacy and publicity or property 
of others.” 

35. The legislatures of New York, California, and New Jersey have pioneered this 
field. Tennessee has a bill in its legislature that would commit all broadcasts of sub- 
liminal advertising to regulation by the Federal Communication Commission. Proposals 
before the current Congress would permit the FCC to accept the offer by giving it such 
jurisdiction. 
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niques. The classic example of these audio techniques is that of 
the wife who whispers each night in the sleeping husband’s ear 
“Buy her the mink coat” until his subconscious mind eventually 
reacts to the constant repetition and compels him during some 
later waking moment to complete the purchase, 

The running mate of this example for such video techniques 
is that of the ice cream producer who scattered just enough splic- 
ings through a dramatic motion picture film to get a “Buy Ice 
Cream” message through to local theatre patrons with only their 
“inner eye” detecting what underlay the sustaining program. The 
local demand for ice cream reputedly skyrocketed as a direct re- 
sult.** 

One may conclude from the wording of the new bans on these 
subliminal techniques that where the audiences actually detect 
advertising with either eye or ear they cease being subliminal 
and become lawful. . 

Such an interpretation is all-important to those advertisers 
committed to another “current event” known as brand-image ad- 
vertising.*’ 

Brand-image advertising has been described without dis- 
sent on the part of the United States Supreme Court as the process 
of “impregnating the atmosphere of the market” with platitudes 
focused on “a congenial symbol” in the hope that the trade and the 
publie will recall the former on sight of the latter and be induced 
thereby to purchase goods or services.** 

The brand image so created by an advertiser, acquires value 
through the enduring trade loyalties that are generated by the 
continuing public confidence in the symbol that is its central focus. 
The combination comes eventually to breed repeat order after 
repeat order, year in and year out, and qualify the good name 
involved as a perpetual magnet for old customers as well as new 
ones. That is the prestige which is the main target of the “cor- 
porate images” so widely discussed in marketing circles today.* 

It goes without saying that misrepresentation and piracy and 
other legal infractions cannot be reconciled with the new tech- 
niques for creating brand impression. This suggests then that 


36. See PacKaRpD’s, THE HIDDEN PERSUADERS, pp. 42, 43 (1957). 

37. For a current description of the brand impression techniques see Levy, Symbols 
for Sale, HARVARD BUSINESS REVIEW, July—August (1959), pp. 117 et seq. 

38. Mishawaka Rubber § Woolen Mfg. Co. v. 8. 8. Kresge Co., 316 U.S. 203, 205, 
32 TMR 254, 255 (1942). 

39. See Martineau, Sharper Focus for the Corporate Image, HARVARD BUSINESS 
REVIEW, November—December 1958, pp. 49 et seq. 
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brand-image merchandising may well be motive of itself for living 
with all the numerous legal curbs on advertising. 


V. Peripheral Activities 


At this point there are two peripheral activities to adver- 
tising that warrant special mention; (a) “sales promotion,” and 
(b) “public relations.” 


A. Observations on Sales Promotion Techniques 


Sales promotion is a term applied generally to techniques 
for “forcing” goods through the distribution channels. 

In the case of consumer goods, this includes the advertising 
contest, the premium promotion, the trading stamps, the “deals,”’ 
the free handouts and the give-away programs.*° 

These techniques are not illegal per se. By careful tailoring 
all of them may be made to pass muster of applicable postal 
regulations, state statutes and court decisions.** But they all 
“bait” the prospect or prey upon his animalistic weaknesses and 
to the extent that such lures become the basis of sales they compete 
with and may even be a substitute for the public confidence which 
underlies brand-image merchandising. When that occurs, the 
whole long-range objective of riding reputation for repeat order 
after repeat order, year in and year out, is substituted for selling 
on an impulse basis. 

Where producers’ goods are concerned, co-operative advertis- 
ing, tie-in advertising and certification are supplemental tech- 
niques for speeding distribution. Under the Robinson-Patman 
Act* co-operative advertising is legal when not discriminatory. 
But practicalities enter the picture when a co-operative plan leaves 
copy, layout and design to uncontrolled rebottlers, repackagers, 
converters and fabricators. There the whole brand impression of 
the maker of the producers’ goods can hecome scrambled, either 
because the co-operator plays him up as a stand-in or plays him 
down to defeat the whole partnership concept of the co-operative 
deal. 

The tie-in advertising of modern times is a “piggy-back” tech- 
nique in which one advertiser tries to build prestige by linking 





40. “The contest, as with its sister techniques—premiums, ‘free,’ giveaways, trad- 
ing stamps and deals—is part of the ‘hard-sell’ advertising so much used in modern 
product promotion. It is essentially a forcing method.” Simon, THE Law ror ADVER- 
TISING AND MARKETING, p. 442. 

41. See statement of the General Counsel, Post Office Department, January 31, 
1957 entitled “Elements of a Lottery.” 

42. 15 U.S.C. Sec. 13(a) (1952). 
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himself in public with something that has already earned public 
acclaim. It leads to forays across industry lines for ties with 
non-competitors and that creates serious problems for purchas- 
ing agents especially when the non-competitor turns out to be 
one of many rival suppliers. 

Guaranteeing and otherwise certifying the quality, mode of 
manufacture, type, grade or other characteristics of someone else’s 
goods just because they happen to include an ingredient of the 
remote producer is an ever-increasing temptation to the manu- 
facturer of ingredients. To do this by symbol came under regula- 
tion of Congress in the Lanham Trademark Act back in 1946.* 
As a pure advertising device there is probably no implied re- 
sponsibility for the ultimate product by merely stamping it with 
a name and nothing more, although there is some authority sug- 
gesting the contrary.** When the producer goes further to make 
performance claims for remote products via his printed copy, he 
then becomes a “volunteer” and is exposed to all the product lia- 
bility exposure of a volunteer in case anyone is induced to buy by 
his claims and receives injuries in consequence.* In addition, blind 
certification dilutes the certifiers hard-earned reputation to the 
extent that the reputations of those he indorses do not live up 
to it. 


We do not mean the foregoing as a blanket condemnation 
of all the so-called “hard-sell” techniques.** They can be of vital 
importance in probing new markets or in meeting the emergencies 
and crises of old ones. But used as a steady advertising practice 
they seem to be incompatible with the techniques for creating 
favorable brand impression. Taken to an extreme, they carry the 
seeds of destruction for reputation-selling. 


43. 15 U.S.C. Sec. 1125 (1946). 

44. See Walter v. Ashton, 2 Eng. Ch. 282 (1902): Edison v. Edison Polyform 
Mfg. Co., 73 N.J. Eq. 136, 67 "A. 392 (1907) where an injunction was issued against 
a bicycle manufacturer for use of the name of the “London Times” newspaper and of 
Thomas A. Edison respectively by unauthorized business houses, because of the threats 
of product liability inherent in bare uses of names. 

45. In Bazter v. Ford Motor Co., 168 Wash. 456, 12 P.2d 409, catalogues and 
printed matter volunteered by a manufacturer of automobiles for use by a dealer were 
admitted st the manufacturer because of his statements that the glass in his 
cars was “shatterproof” when it was not. See similar advertising matter admitted in 
Marsh v. Hardware Co., 13 Wash. 543, 132 P. 241, against an explosive manufacturer 

ing claims that his "blasting powder would not ” explode “from anything.” See also 

dvertising in Manufacturing Liability to the Ultimate Purchaser, 42 Mar- 
QUETTE LAW Review 521 (1959). 

46. But “Advertising Age” magazine raises a question by a current series of 
articles revaluing co-operative advertising where some of the contributors take the 
position that peaceful co-existence between brand-image merchandising and hard-sell 
techniques is impossible so that advertisers must choose one method to the complete 
exclusion of the other. 
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B. Observations on Public Relations Techniques 


Public relations is a splinter growth of advertising by which 
support of the press and other publicists may sometimes be 
gained off the standard rate cards for product, reputation or 
policies of a commercial house. 

In its thirty years or so of operation under this label, there 
has been no formal recognition of a precise public relations func- 
tion laid down by our courts. On the contrary, some of its prac- 
titioners recently ran into heavy antitrust seas in a treble dam- 
age case for so-called political action charging that they conducted 
a barefaced lobby for legislation having the avowed purpose of 
driving their clients’ competition to the wall.*’ 

Shortly thereafter the United States Supreme Court found 
opportunity to repeat its previous holdings over many years that 
expenditures for lobbying and political propaganda purposes, in- 
cluding expenditures for advertising “other than for trade ad- 
vertising,” are not deductible as business expenses in computing 
the advertiser’s income tax. In these holdings the high court made 
it plain that the withdrawal of the usual tax windfalls on the costs 
of institutional publicity are not affected by the fact that the ad- 
vertisers may have been fighting for survival against threatened 
taxation or other legislation in incurring such expenditures.“ 

This merely reaffirms the status of three basic objectives of 
advertising of past years. It is legal to use it to sell goods. It is 
legal to use it to build reputation. It is legal to use it to spread 
gospel but where the gospel has political implications it can cost 
the advertiser about twice as much as it ordinarily would should 
the Internal Revenue people decide to withdraw their tax bounties 
on the ground that there have been infractions of its long-estab- 
lished regulations.“ 


VI. Prospects 


There are new prospects in store for advertising that stem 
from two well-known and current phenomena, (a) advertising is 
having difficulty from a volume which is growing by leaps and 
bounds, and (b) the scope of its distribution is broadening at an 
unbelievable pace. 


47. NOERR Motor Freight, Inc. v. Eastern Railroad Presidents Conference et al., 
155 F.Supp. 768 (D.C.,E.D.Pa., 1957), aff’d 271 Fed. —— (C.A. 3, 1959). 

48. naaharine et ua v. U.S.; "Strauss v. Commissioner of "Internal Revenue, 3 
L.Ed.2d = (1959). 

49. Treas. Regulations, 111 Secs. 29.23(0)-1 and 29.23(q)-1, trace their ancestry 
almost to me turn of the century. 
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A. Pressures of Advertising Volume on Legal Curbs 


In order to help understand the implications in the first 
development, it may be well to recall that modern advertising does 
not operate by rationalization but by diverting attention for fleet- 
ing moments which must be packed with flash messages that get 
across more by repetition and simplicity than by forensics. 

Before that background it is apparent that with every in- 
crease in the total volume of advertising, the struggle for attention 
of a particular advertisement becomes more and more difficult. 
In consequence, radio announcers must scream their com- 
mercials while television sponsors must spiel jingles and parade 
glamorous stars to attract and hold mass audiences for application 
of the redentigration technique. 

The costs of these performances are already phenomenal and 
going higher. A general escape to symbology has long been in- 
dicated.”° That forebodes a coming heyday for industrial artists 
and designers. It also harbingers new legal curbs to protect them 
from piracy. 

This is an area long in need of attention. A blind spot has 
existed too long between the law governing trademarks, copyrights 
and patents which has left commercial artists and designers at the 
mercy of predators.” Their bills for closing this gap are now 
off the drafting boards. They warrant careful consideration of all 
those with a concern for tomorrow’s advertising. 


B. Technological Pressures on Legal Curbs 


Colored television has now been accepted enough to get the 
art and design trend just mentioned well on its way. The elec- 
tronic experts tell us that within a matter of ten years the net- 
works will be geared to world, instead of to the present national 
audiences. 

In the printed media fields we have direct mail, magazine and 
newspaper circulation—which we call “overflow” circulation— 
carrying national advertising into all important world markets. 
The development of the Common Market in Europe now indicates 
heavy extension of this overflow for advertising purposes. 


50. At the Fourth Annual Visual Communications Conference held in New York 
on April 1 and 2, 1959 references were made to activity in thirty-six major corporations 
toward sharpening their symbology. 

51. As far back as 1940 the text writers were decrying the deficiencies in the 
trademark, copyright and design patent laws that confused businessmen seeking “pro- 
tection for their industrial or artistic emblems and designs.” Derenberg, Commercial 
Prints and Labels—A Hybrid In Copyright Law, 49 YaLE Law JOURNAL 1212 (1940). 
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The language barriers in this prospective extension are be- 
ing hurdled by trademarks because they can be protected legally 
under more than fifteen international treaties. 

To pave the way for expensive and elaborate advertising 
forms that are expected in this extension, forty nations have 
become members of the new protective Universal Copyright Con- 
vention of 1952.°° 

The United States Supreme Court has moved in to subject 
American nationals to the same inhibition against unfair practices 
abroad that they are obliged to avoid at home by decisional ex- 
tension of the law of unfair competition. And there are advocates 
for broadening the existing trademark and copyright treaties to 
provide an international law of unfair competition by a sweeping 
code applicable to commerce everywhere.” 


VII. Conclusion 


In concluding there are three thoughts that we would leave 
with you about all these numerous curbs and developments, (a) as 
burdensome as the present legal curbs on advertising may seem 
they are going to get steadily worse from now on in volume, com- 
plexity, and application, (b) one method for living with them 


is to regard them as rules of fair play in a world of expanding 
commerce, and (c) hope that there may be windfalls in so doing 
since they enhance our personal, national and international reputa- 
tions—give us more long-range increases in sales with a broader 
and sounder economy, and—who knows—perhaps a world of “Bet- 
ter Things for Better Living” * for everyone in it, 


52. RoBerT, NEw TRADEMARK MANUAL, p. 110 (1948), cites two general trade- 
mark treaties and fifteen special treaties with Belgium, Brazil, China, Denmark, France, 
Great Britain, Guatemala, Italy, Japan, Luxembourg, Netherlands, Roumania, Yugo- 
slavia, Spain and Switzerland. 

53. The Convention was adopted September 6, 1952 by the Intergovernmental 
Copyright Conference at Geneva, Switzerland. It went into force for the United States 
on Sept. 16, 1955. See 1959 Supp. U.S.C.A., Title 17, p. 11. 

54. Steele et al. v. Bulova Watch Co., Inc., 344 U.S. 280, 43 TMR 57 (1952). 

55. The United States Trademark Association has long advocated such an ex- 
tension and its members have now prepared covering drafts of a code of unfair com- 
petition for international application. 

56. Credit to E. I. du Pont de Nemours and Company this combination from its 
institutional slogan “Better Things for Better Living . . . through Chemistry.” 
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UNFAIR COMPETITION AND PASSING-OFF!* 


The decision in the “Spanish Champagne” case is one of 
some moment (J. Bollinger and Others v. Costa Brava Wine Co., 
Ltd. (1959), The Times, 14th November). For although the idea 
of “unfair competition” has often been advanced in argument 
before the courts, and received mention by the judges in their 
judgments, it has been generally accepted that the only remedy 
(leaving aside the action for slander of title or slander of goods) 
is the remedy known as “passing-off,” and that the basis of such 
an action is the likelihood that the publie will be deceived into 
thinking that the goods of the defendant are goods of the plaintiff. 

The courts have sometimes regarded the action of passing-off 
as the remedy for the invasion of a right of property in a trade 
name or trademark—being part of the goodwill of the plaintiff’s 
business and so a right of property—or as a remedy for a personal 
right not to be injured by conduct analogous to deceit (ef. Milling- 
ton v. Fox (1838), 3 My. & Cr., with Croft v. Day (1843), 7 Beav. 
88). Of these two aspects of the matter they have come down on 
the side of a property right rather than a personal remedy in 
deceit. Consequently, an intention to deceive does not have to be 
proved in a passing-off action. 


Use of Another’s Mark Which Does Not Deceive 


Danckwerts, J., has boldly taken the step of, in effect, creating 
a new remedy for unfair competition to cover the case where one 
trader uses a name or mark which may be said to be the property 
of another, even though it cannot be said that any deception of 
the public arises. Thus, the use of the expression “Spanish Cham- 
pagne” is an appropriation of the goodwill attaching to the word 
“Champagne” which describes a well-known type of French wine. 
A person wishing to buy Champagne may be induced to buy 
‘Spanish Champagne” in the belief that he is getting a wine 
similar to if not equal to French Champagne—and he may indeed 
be getting a wine of that quality. Nor is he deceived into thinking 
that he is buying a French wine. None the less, he buys the 
Spanish Champagne because of the goodwill which attaches to 
the word ‘“‘Champagne” and so it can be said that the purveyor 


+ 10.—FOREIGN LAW. 
* Reprinted by permission from The Solicitors’ Journal, Vol. 103, No. 49, Decem- 
ber 4, 1959. 
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of Spanish Champagne has appropriated to himself the goodwill 
attaching to the word “Champagne.” 

His lordship was concerned only with a point of principle 
arising out of certain assumptions of fact which did not neces- 
sarily represent the true facts of the case. But making the assump- 
tions—that the plaintiffs carried on business in a geographical area 
identified and known as Champagne; that their wine was produced 
from grapes grown in that area; that it had for a long time been 
known to the trade as “‘Champagne”; that it had acquired a high 
reputation; that persons who ordered Champagne (or saw it 
advertised) would expect to get wine produced in that geographical 
area from grapes grown there; and that the defendants produced 
a wine not produced in the geographical area but sold under the 
name of the geographical area—his lordship said that “the taking 
of the name of a product which was associated with growers in 
a different district appeared prima facie to be a reprehensible 
course of conduct, but whether it was actionable must depend on 
principle and authority.” 


Novelty No Defense 


His lordship nevertheless rejected the argument that, before 


a person could recover for the loss which he suffered from another 
person’s act, it must be shown that his case fell within the class 
of actionable wrongs. “But the law might be thought to have 
failed if it could offer no remedy for the deliberate act of one 
person which caused damage to the property of another. There 
were such cases, of course, but they occurred as a rule when 
the claims of freedom of action outweighed the interests of other 
persons who suffered from the use which a person made of his 
own property,” said the learned justice, and he went on to add 
that there seemed no reason why license should be given to a 
person, competing in trade, who sought to attach to his product 
a name or description with which it had no natural association, 
so as to make use of the reputation and goodwill which had been 
gained by a product genuinely indicated by the name or description. 


That being the principle, the authorities clearly showed that 
the right of action known as “passing-off” was an action to protect 
a right of property in the nature of goodwill. The problem pre- 
sented by the case was therefore whether an interference of this 
kind with a right of property was actionable although no earlier 
comparable case was reported. In deciding that the claim could 











408 THE TRADEMARK REPORTER Vol. 50 T. M. R. 
be supported, his lordship adopted the well-known principle that 


novelty alone is no defense. 











































Actions Only Between Traders 


The judge pointed out that, although the well-known action of 
passing-off involved the use of a name or get-up which was cal- 


: culated to cause confusion with the goods of a particular rival 
; trader, the law had been more concerned with unfair competition 
; between traders than with the deception of the public which might 
i be caused by the use of the name of another trader or an imitation 


of the get-up of his goods. For this action was not one brought 
by any member of the public as such who was deceived, but by 
, the trader whose trade was likely to suffer from the deception 
; practiced on the public but who was not himself deceived at all. 
: Hence the present claim by one trader against another which was 
; also brought by a trader who was not deceived gave protection 
to the property of the aggrieved trader—his goodwill—against 
a different form of “unfair competition”: passing-off being itself 
a form of unfair competition. 


Group Trade Names 





It must not be overlooked that the circumstances of this case 
i are somewhat special. Where a name is used by one particular 
; trader as a trade name his rights are normally protected by a 
| passing-off action, or, if he registers his mark or name, by an 
action for infringement of the registered mark. Where a name 
is used by more than one person in relation to goods, that name 
is in great danger of becoming ‘“‘in the public domain” so as to 
be a mere description of the goods and no longer distinctive, 
except that where it is a registered trademark it is protected 
from becoming regarded as non-distinctive through common use 
by S. 15 of the Trade Marks Act, 1938. 


| In the present case the defendants were entitled to argue that 
“Champagne” had become a descriptive term of a type of wine 
and no longer distinctive of the goods of any particular wine- 
| grower. But Danckwerts, J., was satisfied that there was authority 
| for saying that the plaintiff need not have an exclusive right to 
| the mark if the defendant had none at all. The basis of this view 
| must be that the use of the word “Champagne” is not a mere 
description of the type of goods but is the use of a term indicating 
| the geographical area from which goods emanate. Consequently, 
: 
| 
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the word was not in the public domain or otherwise non-distinctive, 
and on that ground his lordship was entitled to say that the de- 
fendants did not have any right to use the word. 


Real Scotch 


There is little doubt that most people will on the whole wel- 
come the decision. There are good many trades that depend on the 
geography of the factory or farm as part of the goodwill attaching 
to the goods: Harris tweed, Scotch whisky, Devonshire cream and 
cider, and a host of others. On the other hand, presumably “real 
Seotch Haggis” may be made in Birmingham since “Haggis” is 
not something necessarily made in Scotland, and the adjective 
“Scotch” may be intended to refer to (and be taken as indicating) 
the origin of the recipe. But there are probably some geographical 
words that have almost lost their distinctiveness and become merely 
descriptive. What about Sherry, for example? 
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NOTES FROM OTHER NATIONS 
Edited by L. L. Gleason 


Austria 
Cancellation of Trademark Registrations Containing Deceptive Statements 


An Austrian manufacturer who had registered several trade- 
marks for beer became the defendant in cancellation suits based 
on the allegation that the slogan THE WORLD’s OLDEST LAGER BEER 
and the statement “Founded 1632” contained in the trademarks 
were untrue and deceptive. The plaintiff explained that lager beer 
is a fair or dark beer and one that has been stored for some time 
before it is made available for consumption. He also stated that 
lager beer was well-known before 1841, when the defendant started 
to produce his beer, and that the defendant’s lager beer had cer- 
tainly not been produced since 1632. Even if Austrian customers 
of the defendant knew all the facts concerning lager beer, the plain- 
tiff believed that foreign customers would not know them and 
they would be deceived by the untruthful statements. 

The Nullity Senate of the Austrian Patent Office decided in 
favor of the plaintiff and its decision was confirmed by the Patent 
Court, which ordered the cancellation of the trademark registra- 
tions. The Court observed that it was not sufficient to show that 
consumers of the beer in Austria were not deceived by the defen- 
dant’s claims, that it was necessary also to show that deception 
could not occur in foreign countries where the beer was sold under 
the trademarks, and that the defendant had not proved that his 
beer was known all over the world as the oldest lager beer. (De- 
cision of Austrian Patent Court. September 16, 1959.) 


Canada 


Oppositions Against Trademark Applications 


Cott Beverages (Canada) Ltd., owner of a registration of the 
trademark HALF AND HALF for non-alcoholic aerated beverages, 
opposed the application of Miller-Becker Company of Cleveland, 
Ohio, for registration of the trademark rirry-Firty in respect of 
maltless soft drinks and carbonated waters. 

The opponent stated that its mark was well known and in- 
herently distinctive, that the goods of the two marks were “obvi- 
ously identical wares,” that these goods would be distributed 








t 10.—FOREIGN LAW. 
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through the same channels of trade, that the ideas suggested by 
the two marks were similar, and that for these reasons the trade- 
mark FIFTY-FIFTY was not registrable because of confusing simi- 
larity to the registered mark HALF AND HALF. 

The Registrar ruled that “having regard to the dissimilarity 
of the two trade marks as a whole and particularly in appearance 
and sound,” they were not confusing within the meaning of section 
6 of the Trade Marks Act and the opposition was rejected. 

Cott Beverages (Canada) Ltd. v. Miller-Becker Company. 
(Decision of Canadian Registrar of Trade Marks August 4, 1959.) 

An application by Vision Manufacturing Ltd. to register the 
trademark westco for television tubes was opposed by Canadian 
Westinghouse Co. Ltd., which had registered the trademark wEsTEx 
in Canada for X-ray apparatus, and it alleged in its opposition 
that its name was commonly shortened to Westinghouse. It also 
stated that it was one of the larger producers of television sets 
and that it had been in that field for many years. 

The Registrar noted that several trademarks containing the 
prefix west are registered in Canada for electrical goods, and that 
the wares on which the two marks are respectively used are not 
normally sold through the same channels of trade, are not pur- 


chased by the same classes of persons and are used for different 
purposes. He considered that westEex and westco in their totalities 
are not confusingly similar and that westco is not similar to the 
name Canadian Westinghouse Company Ltd. or any part of it. 
The opposition was accordingly rejected, 


Canadian Westinghouse Co, Ltd. v. Vision Manufacturing Ltd. 
(Decision of Canadian Registrar of Trade Marks October 26, 1959.) 

The same westco trademark application for television tubes 
was also opposed by a United States company, Westinghouse Elec- 
tric Corporation. This opponent stated that it owns registra- 
tions of the trademarks wEscoMaATIC, WESCUT and wes-x in the 
United States, that these marks have been made known in Canada, 
and that it has produced television sets and tubes for many years, 
although it was not stated that the said marks had been used on 
television sets and tubes. Mention was made of the common prac- 
tice of shortening company names. 

The Registrar was of the opinion that the trademark westco 
was not confusing with the trademarks of this opponent nor with 
the name Westinghouse Electric Corporation or any part of it, 
and the opposition was rejected. 





a eee ER an te A ee eae eee 


THE TRADEMARK REPORTER Vol. 50 T. M.R. 


Westinghouse Electric Corporation v. Vision Manufacturing 
Ltd. (Decision of Canadian Registrar of Trade Marks October 
26, 1959.) 


Denmark 
Goods Classification to Be Adopted Under New Law 


A new trademark law is expected to become effective in Den- 
mark on October 1, 1960, and this will provide for the first time a 
classification of goods in connection with the registration of trade- 
marks. A single registration may cover goods in any number of 
classes, with extra fees being payable for additional classes. 

This arrangement will also apply to renewals of present regis- 
trations due on and after October 1, 1960, but as to registrations 
due for renewal between that date and March 31, 1961 it will be 
possible to renew without classification of the goods if desired 
and if the renewal applications are filed before October 1, 1960. 


Iran 
Protection of Well-Known Trademark Pepsi-Cola upheld 
In 1953 an Iranian subject named Dinyar Djam-Djam applied 
for registration of the trademark pepsi coxa in Iran in respect 


of goods falling in four classes of the classification then in force 
in Iran, namely, 


No. 40 for glassware, crystal ware, plate glass and mirrors 


No. 64 for butter, cheese, and other foods 
No. 68 for wines, beer, liquors, ete. 
No. 72 for publications, paper, ete. 


This application was opposed by Pepsi-Cola Company, which 
had a registration of its trademark prpsi-coua for all beverages 
in Class 69, dating from July 22, 1938. The opposition was based 
on the identity of the trademark, the similarity of some of the 
applicant’s goods to those covered by the opponent’s registration, 
and the broad ground of the probability of confusion between 
the marks of the two parties because of the notoriety of the trade- 
mark pepsi-cota of the American company. The opponent claimed 
the right to register its mark in the classes in which Djam-Djam’s 
application had been filed, a procedure which is permitted in Iran. 

The opposition was referred to the Court of First Instance 
in Teheran for decision. That Court found that the opposition 
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was reasonable and that Djam-Djam’s application should be re- 
jected, also that Pepsi-Cola Company should be allowed to extend 
its registration to Classes 40, 64, 68 and 72. The applicant ap- 
pealed, and a series of appeals by both parties ensued during 
the next several years, ending with an appeal by the applicant 
to the Supreme Court of Appeal. 

During these actions the applicant argued that the classes 
of goods as fixed by the classification followed by the Patent 
Office are independent of each other, and that the registration 
of a mark in one class could not prevent the registration of the 
same mark by another party in a different class. The opponent 
was able to meet this argument by pointing to numerous inconsis- 
tencies in the goods classification and the overlapping of the goods 
of many classes. 

The applicant claimed to have produced a non-alcoholic bev- 
erage in his plant, but the opponent denied that Djam-Djam had a 
factory or a business and alleged that he had filed applications 
for the registration of about 70 marks of other parties. 

The lengthy proceedings were ended by the decision of the 
Supreme Court of Appeal in February, 1960, which upheld the 
original decision rendered by the Court of First Instance in 
Teheran, and for the first time in Iranian jurisprudence, the Su- 


preme Court of Appeal upheld the theory that if a mark is regis- 
tered in one class for certain goods, it has protection for other 
goods in other classes if the goods of the classes are connected in 


any way. 
Pepsi-Cola Company v. Dinyar Djam-Djam. (Decision of Ira- 
nian Supreme Court of Appeal, February, 1960.) 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


Service Markst 


Service marks have been covered by a federal statute for 
nearly thirteen years,’ however, because of the vast differences 
in the manner of dispensing the various services and the intangible 
nature of the commodity there are areas in which we must exer- 
cise caution, constantly feeling our way. 

Among the services which can act as guideposts are enter- 
tainment services and other types of services provided through 
the media of radio and television. An attempt will be made here 
to set forth some of the Patent Office practices concerning marks 
used to identify radio and television programs.’ Unusual situa- 
tions are not dwelt upon herein since they may cause confusion.® 
The guides outlined below will indicate the proper procedure to 
follow in the average application to register a mark used to iden- 
tify entertainment and similar types of services. 


Registrable Radio and TV “Marks” 


Section 45 of the Lanham Act provides that: 


“The term ‘service mark’... included without limitation the 
marks, names, symbols, titles, designations, slogans, charac- 
ter names, and distinctive features of radio...” * 


A study of the records of the hearings prior to the enactment 
of the Lanham Act and subsequent discussions therein, indicates 
a lack of unanimity of opinion as to the scope of the aforesaid 
quoted provision of the Act. Interpretations of this provision 
run the gamut from the inclusion of titles of programs, to musical 
signatures and peculiar noises made by participants in shows. 


* Examiner, Trademark Operation, U. 8S. Patent Office. Member, District of 
Columbia Bar. 

t+ 2.9—REGISTRABILITY—SERVICE MARKS. 

1. The Lanham Trademark Act, 60 Stat. 427, 15 U.S.C. 1050 et seqg., was enacted 
on July 5, 1946 but did not take effect until a year later on July 5, 1947. Section 46 
of Act. 

2. The writer intends to treat additional topics concerning this subject such as 
marks used by entertainers, channel numbers and call letters, in a future article. 

3. In this article only marks concerned with the identification of programs are 
treated. Marks identifying the communication service offered by broadcasting com- 
panies to sponsors of shows and others are not considered here. 

4. Commercial television was in extreme infancy when the Lanham Act was enacted. 
The word radio in the act is interpreted by the Patent Office to include television. 
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Probably, because the provision is new in the law of trademarks, 
the Patent Office has interpreted this provision somewhat strictly. 
This should not be taken to mean that the Examiners in the Office 
will not extend their interpretation of the provision if an applicant 
presents a sufficient basis for doing so. 

At the present time the majority of marks registered to 
identify radio and television programs are the titles of the pro- 
grams. Symbol marks used in connection with the title and shown 
before, during, or after the program which it identifies are also 
registrable. It is believed that a group of individual notes (but 
not a song) would be registrable if it is clearly used to identify 
the program. The limits as to what is and what is not registrable 
in this field are not clear, mainly for the reason that a compara- 
tively small percentage of program mark owners have sought 
registration. 


Ownership of Program Marks 


Program marks can be owned by persons or firms having 
varied interests. 

Frequently, the broadcasting system or the station will origi- 
nate and have title to a program and then seek a sponsor or spon- 
sors. At other times a producer will put on and have title to live 
shows for sponsors or rent filmed shows to the sponsors. Closely 
associated is the free lance entertainer who will put on and have 
title to a series of his shows for a sponsor. In addition, the spon- 
soring company itself often negotiates for original shows to which 
it will have title. 

In each case it is necessary to determine the rightful owner 
of the show before the title thereof can be registered in the Patent 
Office. This is not always clear—especially where the inherent 
nature of the mark indicates that someone other than the applicant 
is the owner.’ Ordinarily, the applicant’s claim to ownership under 
oath will be sufficient for registration purposes. However, if the 
mark itself or other material in the record of the application file or 
in the official records of the Patent Office indicate that the mark 


5. See, for example, Radio Station KTLN, Ine. et al. v. Steffen, 123 USPQ 564, 
50 TMR 185. The plaintiff performed on the defendant’s radio station KTLN, and 
was known as KAYTEE ELLEN. When she left the station she tried to get an injunction 
against the use of the name by another. The court held that the name (which is the 
phonetic equivalent of the station’s call letters) is of special import to the station. The 
defendant’s right to use the name was not divested because of difference in spelling. 
Further, the use by the plaintiff would be confusing and possibly would pass off the 
station’s services as her own. 
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may be owned by one other than the applicant, the Examiner may 
require proof of ownership before the mark will be registered.® 


Specimens of Use 


Specimens showing use of a mark which consists in the title 
of a radio or television program must accompany the application 
to register.’ 

The most usual forms of specimens consist of program listings 
in newspapers and magazines, and paid advertisements. Often 
specimens of use of the mark (the title of the program) is shown 
orally by submission of photograph dises.* Three dises will be 
accepted in lieu of the five copies usually required when printed 
matter is furnished.® Photographs of the title card and prints 
of titles from a frame on the lead strip of filmed productions 
are acceptable as specimens of use. The film frames will also be 
accepted if the matter contained on them can be read without 
special equipment. 

Specimens which have not been accepted as sufficient evidence 
of use of a program title as a mark were radio scripts and copies 
of articles by columnists in which the titles are mentioned as part 
of the text. 


Conclusion 


The registration of titles of radio and television programs 
is not only a new concept in trademark law but it also presents 
some unique situations which have no counterpart in other services 
except perhaps in the field of entertainment. Since the titles of 
entertainment groups were often held not to be trademarks prior 
to the passage of the Lanham Act complications in interpretation 
of the act arose. This necessitated the exercise of caution during 
the examination of applications to register the titles of programs 
as marks of origin. The tendency now is to treat titles in the same 
manner as any other marks which identify other services. 


6. Rule 2.61(b), Rules of Practice in Trademark Cases. 

7. Section 1(a) (3), act of July 5, 1946. 

8. The Examiner in charge of applications to register titles of programs is 
equipped with a phonograph which provides speeds in 33 and 78 rpm. Recordings at 
other speeds and tapes will be converted into discs which can be used with office equip- 
ment at the applicant’s expense. 

9. Rule 2.58(b), Rules of Practice in Trademark Cases. 
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Trademark Statistics 


Cumulative 


January—April 
9 


Applications filed 7,814 
Registrations issued 


Principal Register 0,967 


Supplemental Register 230 
6,197 


Renewals 1,383 
See. 12(c), publications 181 
Sec. 8, affidavits filed 4,172 
Section 8, cancellations 1,465 


Cancellations, other 39 


1959 


7,74: 


0,024 
318 


0,842 


956 
144 
3,891 
1,646 
30 
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LIST OF OTHER ARTICLES* 


ARTICLES 


Barry, Max F. 
Here’s the Big Story of Operation Big Change. (Advertising Requirements, May, 
1960, pp. 37-38, 41-45.) 
How the name Calso was changed to Chevron. 
Diamond, Sidney A. 
Trademark Infringement in the Mattress Industry. (Advertising Age, May 16, 1960, 
pp. 106, 108.) 
Japan. 
Preparing Shipments to Japan. (World Trade Information Service. Operations 
Reports, Part 2, Dept. of Commerce, Bureau of Foreign Commerce, No. 60-9.) 
Morton Salt Co. 
Morton Redesigns for Consumers. (Printers’ Ink, April 29, 1960, pp. 60-61.) 
Syria (UAR). 
Pharmaceutical Regulations. (World Trade Information Service. Operations Re- 
ports, Part 2, Dept. of Commerce, Bureau of Foreign Commerce, No. 60-11.) 
Thailand. 
Licensing and Exchange Controls. (World Trade Information Service. Operations 
Reports, Part 2, Dept. of Commerce, Bureau of Foreign Commerce, No. 60-10.) 
Weiss, E. B. 
The Coming Era of International Store-Controlled Brands. (Advertising Age, May 
9, 1960, p. 98.) 
Foreign merchandise is now being sold by our retailers under their private labels. 


* Copies of these articles and legal note are available for reference in the Association’s 
library. 
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PART Il 


WOLFE et al., doing business as DUTCH PAINT COMPANY et al. v. 
NATIONAL LEAD COMPANY 


No. 16157 —C. A. 9— November 27, 1959 —123 USPQ 574 


7.122—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 

Accounting for trademark infringement covers entire period of infringement 
and, as in case of patent infringement, losses are not properly set off as against 
profits for the period covered. 

Where infringement was not innocent in its inception, but was deliberate and 
fraudulent, accounting period does not terminate on advice of counsel that there 
was no infringement nor because of lower court’s judgment in favor of infringer 
which was reversed. 

Accounting period is co-extensive with period of infringement and infringer 
bears burden of establishing that infringement changed in character to justify 
relief from accounting. 

Where records kept by infringer were not an accurate apportionment between 
infringing and non-infringing goods, “sales-ratio’”’ method of accounting is proper. 

Burden is upon infringer to prove that costs are deductible from profits and 
that sales were “demonstrably not attributable” to infringing mark. 

In an accounting proceeding for trademark infringement, fees and costs paid 
to infringer’s attorneys, income taxes (in absence of mitigating circumstances), and 
compensations to partners for services rendered were held not proper deductions 
from profits. 


7.123—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ATTORNEY’S FEES 


Where trademark infringement was found deliberate and fraudulent, it was 
held allowance for attorney’s fees was proper. 


Action by Bernard M. Wolfe and Frederick J. Dannenfelser doing 
business as Dutch Paint Company and Mining-Mitchell Paint Company v. 
National Lead Company for declaratory judgment as to trademark in- 
fringement and unfair competition in which defendant counterclaims for 
trademark infringement and unfair competition. Plaintiffs appeal from 
District Court for Northern District of California from judgment for de- 
fendant on accounting. Affirmed. 


Case below reported at 48 TMR 817. 
See also 43 TMR 593, 45 TMR 963. 


Joseph L. Alioto, of San Francisco, California, for Wolfe. 

Vladimir Vucinich, of San Francisco, California, for Dannenfelser. 

Robert E. Burns, of San Francisco, California (James D. Ewing, Milton 
Handler, and John B. Heinrich, of New York, N. Y., of counsel) for 
appellee. 


Before CHAMBERS, HAMLIN, and MERRILL, Circuit Judges. 
419 
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MERRILL, Circuit Judge. 

Appellants will hereinafter be designated in the singular as “Wolfe.” 

Wolfe takes this appeal from judgment of the District Court in the 
sum of $239,457.86, based upon an accounting of profits and damages as 
reported by the court following hearing. Wolfe contends that in several 
specific respects the accounting report gives recognition to accounting 
methods and considerations which are inappropriate under the facts of 
this case. 

The accounting was ordered for the purpose of ascertaining the extent 
of profits realized by Wolfe through his use on paint products and in 
advertising of the words DUTCH, DUTCH PAINT and DUTCH PAINT COMPANY, 
such use having been judicially determined to constitute a deliberate and 
fraudulent infringement of appellee’s trademark putcH Boy. The history 
of the proceedings leading to the judgment below are set forth in the 
margin.' 

The accounting report covered the entire period of infringement: 
from May 1, 1946, to January 15, 1956, and, save for the final computation, 
was based upon annual computations made at the end of each fiscal year 
(April 30). It showed that, for the years 1947, 1948, 1954, 1955 and 1956, 
losses rather than profits were realized from the sale of puTcH products. 


1. October 1, 1949. The complaint in this action was filed by Wolfe, seeking a 
judicial declaration of his right to the use of the trademarks DUTCH, DUTCH PAINT and 
DUTCH PAINT COMPANY. 

November 12, 1949. An answer and counterclaim were filed by appellee, asserting 
infringement of its trademark DUTCH BOY and seeking an injunction against the con- 
tinued use of his marks by Wolfe, an accounting and damages. 

January 5, 1953. Judgment was rendered by the District Court in favor of Wolfe, 
holding that his marks did not infringe the rights of appellee in its DUTCH BOY mark, 
97 USPQ 29 (43 TMR 963). 

May 17, 1955. The District Court judgment was reversed by this Court. National 
Lead Company v. Wolfe, 9 Cir., 223 F.2d 195, 105 USPQ 462 (45 TMR 963). The 
matter was remanded “with directions to dismiss [Wolfe’s] complaint, to grant to 
[National Lead] an injunction as prayed for in its answer and counterclaim, and to 
proceed to take an accounting of [Wolfe’s] profits, and to determine [National Lead’s] 
damages as directed in this opinion.” Page 206, 105 USPQ at 470 (45 TMR 963). 

January 23, 1956. Judgment was entered by the District Court pursuant to man- 
date of this Court. That judgment, following the opinion of this Court, decreed in part: 
“By their use of DUTCH, DUTCH PAINT, and DUTCH PAINT COMPANY on their paints and 
paint products and in their advertising, plaintiffs have wilfully and deliberately in- 
fringed defendant’s trademark DUTCH BOY, have had the deliberate and intentional 
design to cause confusion and mistake and to deceive purchasers of paints and paint 
products, and have been guilty of fraudulent conduct and unfair competition in trade.” 
The judgment permanently enjoined further use of the infringing marks and directed 
that an accounting of Wolfe’s profits and appellee’s damages be had. 

October 29, 1957. Following hearing on the accounting, an order was made by the 
District Court resolving disputes as to the proper method and applicable period of 
accounting, the measure of profits and allowable deductions, 116 USPQ 282 (48 TMR 
817). 

April 11, 1958. The accounting report of the District Court was filed together with 
its findings of fact and conclusions of law. 

April 15, 1958. Judgment was entered pursuant to the report, findings and conclu- 
sions against Wolfe and in favor of appellee in the sum of $239,457.86: $178,657.86 
in profits realized by Wolfe from the sale of DUTCH products, $60,800.00 damages 
incurred by appellee for counsel fees. 

May 13, 1958. This appeal was taken by Wolfe. 
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For the remaining years, profits were shown totalling $178,657.86. Judg- 
ment for the full amount was rendered in favor of appellee. 

Wolfe asserts error in the failure of the court to set off the losses 
against the profits. 

It is clear, however, that in the making of an accounting an infringer 
is not permitted such a setoff. Mr. Justice Cardozo, in the case of a patent 
infringement, Duplate Corporation v. Triplex Safety Glass Co., 298 U.S. 
448, 458, 29 USPQ 306, 310 (1936), stated the principle as follows: 

“The owner of the patent in holding the infringers to an accounting is 
not confined to all or nothing. There may be an acceptance of trans- 
actions resulting in a gain with a rejection of transactions resulting 
in a loss. Upon a statement of an account, a patentee is not looked 
upon as a ‘quasi-partner of the infringers,’ under a duty to contribute 
to the cost of the infringing business as a whole. McKee Glass Co. v. 
H.C. Fry Glass Co., 248 F. 125, 128. He is the victim of a tort, free 
at his own election to adopt what will help and discard what will harm.” 


See also National Carbon Co. v. Richards & Co., 2 Cir., 85 F.2d 490, 492, 
30 USPQ 327, 329 (1936); Coca-Cola Co. v. Dixi-Cola Laboratories, Inc., 
(Md., 1944), 57 F.Supp. 911, 912, 913, 68 USPQ 55, 56, 57 (34 TMR 356) ; 
Adolph Gottscho vy. American Marking Corporation, 26 N.J. 229, 139 A.2d 
281, 116 USPQ 533 (48 TMR 858) (1958). The same principle applies in 
trademark cases. Coca-Cola Co. v. Dizxi-Cola Laboratories, Inc., supra. See 
3 Restatement, Torts, 747, commented (1938). 

Wolfe contends that in several respects the District Court erred in 
fixing the limits of the accounting period and that a shorter period was 
called for under the facts. 

First, it is asserted that the period should have commenced no earlier 
than May 1, 1949, since before that date the business had been carried on 
in corporate form by the predecessors of the present partnership. We 
need not consider whether error was committed in this respect. No preju- 
dice could have resulted since no profit was charged to Wolfe during 
this period. 

Wolfe next asserts that the accounting period should have been held 
to terminate at an earlier date than January 15, 1956. 

On October 1, 1949, Wolfe retained counsel who advised him that he 
was not in infringement. He asserts that thereafter he acted in good faith 
and in reliance upon such advice and that an accounting is not proper 
during that period when infringement was innocent. 

Further, on January 5, 1953, by judgment of the District Court (see 
footnote 1), it was held that Wolfe was not in infringement. Wolfe asserts 
that, until this judgment was reversed by this Court, he acted in good 
faith and in reliance upon the judgment of the District Court and that his 
infringement during this period must be recognized to have been innocent. 

It was not innocent, however, in its inception. As has been judicially 
determined, it was a deliberate and fraudulent appropriation to himself 
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of the good will of appellee. Throughout this period, Wolfe had full knowl- 
edge of the facts and of appellee’s claim of infringement. Whether he 
believed himself to be within the law or not, he was knowingly and de- 
liberately cashing in upon the good will of appellee. This is such an 
infringement as will justify an accounting of profits. Lawrence-Williams 
Co. v. Societe Enfants Gombault et Cie., 6 Cir., 52 F.2d 774, 11 USPQ 
75 (21 TMR 608) (1931). This course moreover continued after reversal 
by this Court and until halted by order of the District Court in response 
to our mandate. One may view with some skepticism the proposition that 
the conduct of Wolfe from time to time throughout this continuing and 
constant course of infringement assumed an aspect of innocence wholly 
free from the original fraudulent intent. 

Under the facts of this case, there was no error in holding the ac- 
counting period to continue beyond the District Court judgment in favor 
of Wolfe. Champion Spark Plug v. Reich (Mo., 1943), 49 F. Supp. 903, 
57 USPQ 61 (33 TMR 279); and see Notaseme Hosiery Co. v. Straus 
(S.D.N.Y., 1913), 209 F. 495, 496 (4 TMR 52), affirmed, 2 Cir., 215 F. 
361 (4 TMR 425) (1914), reversed on other grounds, 240 U.S. 179 (6 
TMR 103) (1916). 

The counterclaim of appellee was filed November 19, 1949, and had 
reference to matters occurring between 1946 and June, 1949. Wolfe con- 
tends that these dates limited the matters at issue and that these issues 
provide no basis for an accounting beyond June, 1949. 

Where accounting is proper, the accounting period should, in our 
view, be regarded as co-extensive with the period of infringement (see 
Century Distilling Co. v. Continental Distilling Corporation, 3 Cir., 205 
F.2d 140, 142, 98 USPQ 438, 45 (1953), cert. den., 346 U.S. 900, 99 USPQ 
490 (1953) ; Champion Spark Plug v. Reich (Mo., 1943), 49 F. Supp. 903, 
57 USPQ 61 (33 TMR 279) and the infringer must bear the burden of 
establishing that the infringement has so changed in character as to justify 
a relief from accounting. Sec. 2 Wigmore, Evidence, §§ 395, 487 (3rd Ed., 
1940) ; and ef. Mishawaka Co. v. Kresge Co., 316 U.S. 203, 53 USPQ 323 
(832 TMR 254) (1942). There has been no such showing here. We see no 
good reason for relieving Wolfe from liability for that period during 
which he persisted in infringement in the face of the formal demands of 
appellee. An inference of continuing deliberate and fraudulent intent is 
clearly available. 

Wolfe next challenges the manner in which the account and report 
of the District Court ascertained the administrative and manufacturing 
eosts attributable to puTcH products and thus determined the net profits 
for which Wolfe was liable. During the period in question, Wolfe was not 
selling puTcH products alone. Much of his business had no relation to 
the infringed trademark. Unlabeled paint was sold, and paint was sold 
under labels other than putcH. It therefore became necessary to apportion 
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costs between DUTCH and non-DUTCH products. The records kept by Wolfe 
and made available to appellee did not contain data from which an ac- 
curate apportionment could be made. Appellee, in the District Court, 
therefore proposed the “sales-ratio” method: applying to the joint expense 
the ratio of receipts from the sale of infringing goods to the total receipts. 
Application of this ratio showed 64% of costs to be attributable to DUTCH 
products. This method is recognized as proper where a more exact basis 
of apportionment is not available. National Folding Box & Paper Co. v. 
Dayton Paper Novelty Co. (Ohio, 1899), 95 F. 991; Duro Co. (of Ohio) 
v. Duro Co. (of New Jersey), 3 Cir., 56 F.2d 313, 315-316, 12 USPQ 515, 
518-519 (1932); Flat Slab Patents Co. v. Turner, 8 Cir., 285 F. 257, 277 
(1922), cert. den., 262 U.S. 752 (1923). 

In the District Court, Wolfe opposed the application of this method 
as wholly inappropriate to the type of business operated by him. He 
testified that, on the whole, throughout the ten-year period he had lost 
money on DUTCH products; that 85% would be a fair figure at which to 
fix DUTCH administrative costs; that for the first four years 89% would be 
a fair figure for pUTcH manufacturing costs and that this figure would be 
higher for subsequent years. 

As a result of the testimony of Wolfe, the District Court refused 
to accept the sales-ratio method without qualification. At the same time, 
the court refused to accept the conclusions of Wolfe, finding that, while 
they were fundamentally sound in general principle, still in their appli- 
eation to the facts they were so far removed from accepted accounting 
principles as to “present endless problems and require a multitude of 
adjustments.” 

The court then struck a compromise. It accepted Wolfe’s figure of 
85%. To compensate for higher manufacturing costs, it then deducted 20% 
of the profits as computed by the 85% figure. 

Wolfe contends that this manner of determining profits was clearly 
erroneous. 

We must recognize as established law that the burden of proving 
costs is upon Wolfe. Section 35 of the Lanham Act (15 U.S.C. § 1117) 
provides: 


“In assessing profits the plaintiff be required to prove defendant’s 
sales only; defendant must prove all elements of cost or deduction 
claimed.” 


The question is whether Wolfe, by testimony and exhibit, has so clearly 
borne this burden as to demonstrate that the finding of the court was 
clearly erroneous. In our view, Wolfe’s proof cannot be said to have met 
this test. It was limited to the years 1946-1949 and was based not upon 
records but upon recollection, estimate and approximation. In some re- 
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spects it was demonstrably erroneous.? Record proof of certain profitable 
non-DUTCH transactions, it is true, was made. These transactions, however, 
for the most part, occurred during periods when no profits were attributed 
to DUTCH products, and there was testimony that such transactions occurred 
less frequently as war surplus became less available. From an examina- 
tion of the record, we cannot say that Wolfe’s proof of costs was of such 
a degree of exactness as to render the conclusions of the court clearly 
erroneous. Rule 52(a), Federal Rules of Civil Procedure. 

Wolfe asserts that from 1946 to 1949 a titanium pigment shortage 
existed and that any profits realized during this period were attributable 
to this shortage. He contends that it was error therefore to attribute profits 
during this period to the putcH label. 

Upon this contention the burden is upon Wolfe to prove that sales 
were “demonstrably not attributable” to the infringing mark. Mishawaka 
Manufacturing Co. v. Kresge Co., 316 U.S. 203, 206, 53 USPQ 323, 325 
(82 TMR 254) (1942). The District Court found that Wolfe had “sig- 
nally failed” to meet this burden. We agree. 

Wolfe claims that, from 1946 to 1949, approximately one-third of the 
paint sold was unlabeled and that the figures on puTcH sales should there- 
fore be reduced by one-third. There is evidence that some puTCH paint 
was sold unlabeled. There is no evidence, however, as to the amount or 
that the sales were invoiced as DUTCH sales. The contention must be rejected. 

Wolfe further assigns as error the action of the District Court in 
disallowing certain deductions from profits claimed by Wolfe. 

First, fees and costs paid to the attorneys for Wolfe in connection 
with this litigation. These are not proper deductions under the facts of 
this case. Duro Co. (of Ohio) v. Duro Co. (of New Jersey), 3 Cir., 56 
F.2d 313, 12 USPQ 515 (1932); Champion Spark Plug Co. v. Sanders 
(E.D.N.Y., 1952), 108 F.Supp. 674, 96 USPQ 183 (43 TMR 264), affirmed, 
2 Cir., 204 F.2d 125, 97 USPQ 284 (48 TMR 943) (1953). 

Second, income taxes paid during the period in question. In the ab- 
sence of mitigating circumstances, which do not appear here, these are 
not proper deductions. LZ. P. Larson, Jr., Co. v. William Wrigley, Jr., Co., 
277 U.S. 97 (18 TMR 319), (1928) ; Alfred Bell & Co. v. Catalda Fine Arts, 
2 Cir., 191 F.2d 99, 106, 90 USPQ 153, 159-160 (1951) ; Sheldon v. Metro- 
Goldwyn Pictures Corporation, 2 Cir., 106 F.2d 45, 53, 42 USPQ 540, 
546-547 (1939), affirmed 309 U.S. 390, 44 USPQ 607 (1940); Goodyear 
Tire & Rubber Co. v. Overman Cushion Tire Co., 6 Cir., 95 F.2d 978, 985, 
37 USPQ 479, 485 (1938), certiorari dismissed on motion of petitioners, 
306 U.S. 665 (1939). 

Third, compensation to Wolfe and his partners for services rendered 
to the business. This is not a proper deduction under the facts of this case. 


. E.g. Inclusion as cost items of salaries to appellants totalliag $204,000.00 and 
legal fees, paid in connection with the prosecution of this action, of some $29,000.00. 
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Callaghan v. Myers, 128 U.S. 617 (1888) ; Duro Co. (of Ohio) v. Duro Co. 
(of New Jersey), 3 Cir., 56 F.2d 313, 315, 12 USPQ 515, 518 (1932); 
Champion Spark Plug Co. v. Sanders (E.D.N.Y., 1952), 108 F.Supp. 674, 
678, 96 USPQ 183, 185 (43 TMR 264), affirmed, 2 Cir., 204 F.2d 125, 97 
USPQ 284 (43 TMR 943) (1953). 

Finally, Wolfe assigns as error the inclusion in the judgment of an 
allowance to appellee for counsel fees. In the light of the judicial deter- 
mination that the infringement was deliberate and fraudulent, this al- 
lowance was proper. National Van Lines Co. v. Dean, 9 Cir., 237 F.2d 
688, 694, 111 USPQ 165, 170 (47 TMR 198) (1956). 

Affirmed. 
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LEAVY et al. v. RAPPAPORT 
N. Y. Sup. Ct., Westchester Co. — February 2, 1960 —124 USPQ 438 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
Ample authority justifies barring use of one’s own name as part of a pattern 
or scheme to deceive. 


7.225—REMEDILES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
INJUNCTION 
Defendant is enjoined from using his name RAPPAPORT or RAPPY’S or any con- 
traction thereof in any business similar to that (dry cleaning) operated by plain- 
tiff and purchased by the latter from defendant’s father with valuable good will, 
within the area of operation (i.e. the city of Yonkers). 





Action for unfair competition. Judgment for plaintiffs. 

CoYLe, Justice. 

This is an action tried by the court without a jury brought by plain- 
tiffs to restrain and enjoin the defendant, Meyer Rappaport, from doing 
business under his name or a contraction thereof to the alleged detriment 
of plaintiffs engaged in the same line of business. The individual plaintiff, 
Mary Leavy, was for a long period of years employed by one Hyman 
Rappaport, father of the present defendant, Meyer Rappaport, in the 
dry cleaning and fur storage business. Subsequent to the death of the 
elder Rappaport, following a period wherein the business of the decedent 
was operated by plaintiff for the representatives of his estate, she, the 
plaintiff, Mary Leavy, bought the estate’s interest in said business and 
continued the operation of the dry cleaning business immediately across 
the street from a store which had formerly been used in this business and 
title to which was subsequently acquired by the defendant. Defendant 
now operates one of his businesses in that location. 

The evidence indicates clearly that a substantial degree of confusion 
has arisen and now persists in relation to the operation by defendant of 
a like business to that of plaintiffs, and in the use of the name RAPPyY’s 
CLEANERS, or RAPPY’S. The existence of such confusion is obvious, and the 
sole question for determination here is whether or not there is an attempt 
to deceive the public by defendant and, if so, whether the defendant 
should be restrained from using the family name or any contraction thereof 
in any business carried on by him in the area wherein both establishments 
operate. 

The defendant apparently sought to gain all possible help he could 
in the use of the name Rappaport by filing trade name certificates and by 
some incorporations of various businesses, most of which include RAPPAPORT 
or RAPPYS. It is conceded that the defendant is not doing business under 
most of those names and that he is doing business under the corporate 
name of Riverside Cleaners, but that he does now do business under the 
name of RAPPY’S CLEANERS or the original RAPPAPORT. 
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Considerable testimony was elicited with respect to the myriad organi- 
zations of defendant which are either doing business or dormant, but all, 
in the court’s opinion, seek to gain prestige and the benefit of good will 
and reputation enjoyed by the deceased elder Rappaport during his life- 
time and to thus deprive plaintiffs of a valuable asset which was pur. 
chased by plaintiff from the estate and upon which plaintiff relied in 
making said purchase. 

As has been recently stated in the United States Circuit Court of 
Appeals in the matter of The Norwich Pharmacal Company v. Sterling 
Drug, Inc., 123 USPQ 372, 375 (50 TMR 349, 351), “* * * a deliberate 
attempt to deceive must be distinguished from a deliberate attempt to 
compete * * *.” 

After hearing testimony in this case and observing the conduct of 
the witnesses, it is the opinion of this court that not only has there been 
shown an attempt to compete, and competition, but there manifestly ap- 
pears to be a deliberate attempt to deceive the public. 

Ample authority seems to exist to justify barring the use of one’s 
own name when such a use is a part of a pattern or scheme in an attempt 
to deceive. 

Accordingly, judgment is granted to plaintiffs for the relief requested 
in the complaint and defendant is permanently restrained from using the 
title RAPPAPORT or RAPPY’s of any contraction thereof in any business similar 
to the business operated by plaintiffs in the area of operation, to wit, the 
City of Yonkers. 

This opinion shall constitute the decision of this court pursuant to 
section 440 of the Civil Practice Act. 

Settle order on notice. 








PART Iil 


MEEHANITE METAL CORPORATION v. THE INTERNATIONAL 
NICKEL CO., INC. 


CCPA Jan. 9, 1959 —120 USPQ 293 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Decision of Commissioner sustaining opposition to registration of 
SPHERULITE as a trademark for castings made of iron and iron alloys, 
affirmed. The court found that “spherulite” had been used to describe the 
graphic formation in internal structure of certain types of cast iron and 
held a word may be descriptive though it merely describes one of the 
qualities or properties of the goods. 

Case below reported at 46 TMR 498. 


CALIFORNIA STUCCO PRODUCTS OF NEW ENGLAND, INC. v. 
MAAS & WALDSTEIN CO. 


CCPA Dec. 2, 1959-— 124 USPQ 75 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

On appeal to the Court of Customs and Patent Appeals, opposer’s 
motion to strike exhibits from record was granted to the extent that matters 
not introduced at the close of testimony were not considered by court in 
reaching its decision. 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


PLEXICHROME (Applicant) for a finish coating for asphalt and concrete 
surfaces; PLEXICOLOR for paint for masonry walls. 


PLEXTONE (Opposer) for industrial coating finishes for producing multiple- 
color film coatings. 

Likelihood of confusion must be determined on the basis of the “goods” 
covered in the application. 

The court in affirming the Contain! s decision found that although 
the words PLEXTONE, PLEXICHROME and PLEXICOLOR look and sound some- 
what different they stimulate almost identical impressions and held doubt 
of likelihood of confusion must be resolved in favor of the first user, the 
owner of registration for PLEXTONE. 


2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 


The introduction into evidence of one third party registration using 
the term PLEX: for paint products was not proof that PLEX or PLEXI was 
descriptive of any material in this field. 

Case below reported at 48 TMR 208. 
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IN RE SUNBEAM CORPORATION 
Tm. Bd. Feb. 9, 1959 — 120 USPQ 304 


2.32—REGISTRABILITY—SYMBOLS 
A symbol etched on the side of applicant’s 


Registration granted. 
household appliances for more than twenty years was held to be fanciful 


and in fact identified applicant’s appliances and distinguished them from 


those of others. 


IN RE McGRAW-HILL BOOK COMPANY, INC. 
Tm. Bd. Feb. 9, 1959 — 120 USPQ 305 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
Registration denied. The Board found Greaa was the name of a method 
or system of shorthand and held applicant’s use of GREGG on “official” 


shorthand notebooks and letterhead pads was an informational statement 


and not a trademark use. 
McKESSON & ROBBINS, INCORPORATED v. P. LORILLARD COMPANY 
Tm. Bd. Feb. 9, 1959 —120 USPQ 306 


5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
In an opposition proceeding, applicant’s request for affirmative relief 


by way of cancellation of opposer’s registration was denied where there 
was no pleading of applicant’s superior right to use the trademark NEWPORT. 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

Opposition dismissed. NEWpPorT for cigarettes was held not likely to 
be confused with NEwportT for distilled alcoholic liquor and whiskies. 


SPONGE AND CHAMOIS INSTITUTE et al. v. 
CURTISS-WRIGHT CORPORATION 


Tm. Bd. Feb. 9, 1959-—120 USPQ 309 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
Opposition sustained. The Board found the “chamois” and sponge 
products were complementary articles and held cHAMI SPONGE for arti- 
ficial sponges would result in deception to the purchasing public. 


SCHROEDER & TREMAYNE, INC. v. CURTISS-WRIGHT CORPORATION 
Tm. Bd. Feb. 9, 1959 —120 USPQ 310 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Opposition sustained. The Board held cHAmi sPoNcE for artificial 
sponges was so nearly identical with the notation “chamois sponge” used 
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by opposer on a competitive product that likelihood of confusion would 


oceur. 
See also 50 TMR 429. 


ESSO STANDARD OIL COMPANY v. THE STANDARD 
MOTOR COMPANY LIMITED 


Tm. Bd. Feb. 9, 1959-—- 120 USPQ 311 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Merely evidentiary material and any argument based thereon is not 

a proper matter for pleading. 

3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Applicant has the right to introduce any evidence considered ‘relevant 
to the issue of likelihood of confusion in the trade and to argue the matter 
of relevancy and materiality of such evidence at final hearing. 


2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 


In order to establish damage from the registration of a descriptive 
term, it must be shown that the registration is inconsistent with an equal 
right of complainant to the use of the same or a similar term. 


IN RE COSMOPOLITAN DOLL & TOY CORPORATION 
Tm. Bd. Feb. 9, 1959 — 120 USPQ 312 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


“ec 


o” for 


Registration denied. Tiny ToT with a face drawn inside the 
dolls was held likely to be confused with prior registration of TINY TOT 
for toy pianos, jigsaw puzzles and wood toys for children. 


DURON PAINT MANUFACTURING COMPANY, INC. v. 
THE GARLAND COMPANY 


Tm. Bd. Feb. 9, 1959 —120 USPQ 313 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
DURATRON (Applicant) for a dust-on colorant and hardener for concrete 
floors. 
DUTRON, DURON (Opposer) for paints, varnishes and wood stains; DURZON 
for paints. 
Opposition sustained. The Board found that DUTRON and DURATRON 
were so similar in sound and appearance as likely to cause confusion, 
however, that there was no such similarity between DURON or DURZON. 





Vol. 50 T. M. R. SUMMARIZED CASE REPORTS 





IN RE HEHR MANUFACTURING COMPANY 
Tm. Bd. Feb. 10, 1959 — 120 USPQ 314 


2.32—REGISTRABILIT Y—SYMBOLS 

Registration refused. The Board held that a red colored label in the 
form of a square upon which applicant displayed its trademark was not 
itself—standing alone—a trademark. 


See also 50 TMR 436. 


IN RE JOHN SCARNE GAMES, INC. 
Tm. Bd. Feb. 10, 1959-— 120 USPQ 315 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

Registration denied. The Board held 1 Q souiTairE for a game board 
was likely to be confused with prior registration HI-@ with the words 
“How’s yours?” within the letter “Q” for a puzzle game board and playing 
pieces. 


IN RE THE CELOTEX CORPORATION 
Tm. Bd. Feb. 10, 1959 —120 USPQ 316 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration denied. The Board held camMuoc for a clip accessory for 
a suspension system for mounting tile-form elements merely descriptive 
of the product. 


IN RE THE CELOTEX CORPORATION 
Tm. Bd. Feb. 11, 1959 -— 120 USPQ 322 


2.32—REGISTRABILITY—SYMBOLS 

Registration denied. The Board found that the design sought to be 
registered was a background design used in association with words super- 
imposed thereon and held as presented for registration it was not a trade- 
mark which identified applicant’s goods and distinguished them from others. 

On rehearing, 50 TMR 81. 

See also 49 TMR 776. 


IN RE REPUBLIC MOLDING CORPORATION 
Tm. Bd. Feb. 10, 1959 -— 120 USPQ 316 


2.1—REGISTRABILITY—IN GENERAL 

Registration refused. The Board denied registration on the Supple- 
mental Register of what was described as “the package of the goods itself 
nested in a transparent wrapper to have the appearance of a crown” for 
plastic cups and saucers holding that there is no statutory authority for 
registration of the “arrangement” of goods. 
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IN RE GRAFLEX, INC. 
Tm. Bd. Feb. 10, 1959-——120 USPQ 317 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration denied. The Board held PUSH-BUTTON FocuUSING for 
cameras was an apt descriptive term used to advise the purchasing public 
of a particular feature of applicant’s camera. 


IN RE DE-RAEF CORPORATION 
Tm. Bd. Feb. 10, 1959 —120 USPQ 318 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration granted. Although “cultured” is merely descriptive of 
milk which has been fermented by means of a lactic acid bacillus culture 
the Board held CULTURED was not merely descriptive for a pancake mix. 


IN RE MILNOT COMPANY 
Tm. Bd. Feb. 11, 1959-—120 USPQ 319 


1.145—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 45 


Registration granted. Applicant filed to register mILNoT for a blend 
of evaporated nonfat milk and vegetable oil, commonly called “filled milk.” 


The Federal Filled Milk Act prohibited applicant from shipping its 
product in interstate commerce. The Board found that applicant operated 
dairy plants in four states which did not prohibit the sale of filled milk 
and received orders for MILNoT at its home office in Illinois from the four 
states and held that applicant was engaged in a business which operates 
plants in four different states and sales under the mark MILNOT were made 
in interstate commerce. The orders for MILNoT filled milk were accepted 
across state lines and sales were invoiced across state lines. Such sales 
were neither prohibited by nor inconsistent with the provisions of the 
Federal Filled Milk Act. 


IN RE BRAUN 
Tm. Bd. Feb. 11, 1959-— 120 USPQ 320 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

Registration denied. The Board found that cameras and photographic 
flash equipment were often made by a single entity and sold under the 
same basic or “house” mark and held BRAUN PAXETTE for photographic 
cameras was likely to be confused with prior registration of BRAUN HOBBY 
for photographic flash equipment. 
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IN RE THE CASE-SHAWMUT COMPANY 
Tm. Bd. Feb. 11, 1959 -— 120 USPQ 320 


2.1—REGISTRABILITY—IN GENERAL 

The Board held that a label which contained the common descriptive 
name of the goods (and the abbreviation therefor) did not form part of 
the mark sought to be registered and should be deleted from the drawing 
or the application amended to request registration on the Supplemental 
Register on the basis of the drawing submitted. 


CREAM WIPT FOODS, INC. v. GENERAL FOODS CORPORATION 
Tm. Bd. Feb. 11, 1959 -—120 USPQ 322 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 

DREAM WHIP (Applicant) for a mix for use in making pudding, sauces and 
toppings. 

CREAM WIPT (Opposer) for salad dressing and tartar sauce, Russian dress- 
ing and sandwich spread; SALADREAM for a blend of mayonnaise and 
whipping cream. 

Opposition dismissed. The Board held that confusion was not likely 
between DREAM WHIP for puddings and dessert topping mixes and CREAM 
wipt for salad dressings or SALADREAM for a blend of mayonnaise and 
whipped cream. 


HY-CROSS HATCHERY, INC. v. WELP 
Tm. Bd. Feb. 11, 1959-— 120 USPQ 323 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
HY-CROFT (Applicant) for poultry hatching eggs and baby chicks. 
HY-cROss (Opposer) the salient feature of its corporate name used in the 
sale of baby chicks. 
Opposition sustained. The Board held Hy-crorr for poultry hatching 
eggs and baby chicks was likely to be confused with commercial name 
HY-CROSs used in association with sales of baby chicks. 


PIONEER HI-BRED CORN COMPANY v. WELP 
Tm. Bd. Feb. 11, 1959 — 120 USPQ 324 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
HY-crROFT (Applicant) for poultry hatching eggs and baby chicks. 
HY-LINE with a representation of a baby chick (Opposer) for live poultry. 

Opposition dismissed. The Board held Hy-crorr for baby chick was 
not likely to be confused with Hy-LINE for baby chicks. 
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THE SINGER MANUFACTURING COMPANY et al. v. BRUEGGEMAN 
Tm. Bd. Feb. 12, 1959 — 120 USPQ 325 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Opposition dismissed. The Board held that confusion was not likely 
between SEW-EASY for ready-cut doll clothes including materials, needles 
and threads for making clothes for dolls and sEWHANpy for juvenile sewing 
machines. 


GENERAL RADIO COMPANY v. VARI-PAC CORP. 
Tm. Bd. Feb. 12, 1959 —120 USPQ 326 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
vaRI-Pac (Applicant) for electric lamps for household, factories, piers and 
airports; color and decorator lamps; spot and flood lamps; insect repel- 
lent lamps; infrared heat lamps, reflector and fluorescent lamps and 
camp fixtures, and sockets. 
vakiac for transformers. 
Opposition sustained. The Board held vari-PAc for electric lamps was 
likely to be confused with variac for transformers. 


GOERLICH’S, INC. v. WARSHAWSKY & COMPANY, INC. 
Tm. Bd. Mar. 16, 1959 —120 USPQ 535 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

SILENT POWER (Applicant) for muffler kits, comprising mufflers for internal 
combustion engines and parts thereof, namely, tail pipes, exhaust pipes, 
and muffler clamps. 

SILENTONE (Opposer) for mufflers for use with internal combustion engines 
and extensions for tail pipes. 


Opposition dismissed. The Board found that “silent” was the primary 
function of automotive mufflers and held SILENT POWER was not likely to be 
confused with SILENTONE. 


G & G PHARMACAL COMPANY, INC. v. THE WARREN-TEED 
PRODUCTS COMPANY 


Tm. Bd. Mar. 17, 1959 -— 120 USPQ 536 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

In an interference proceeding, the Board held that an identical mark 
(MYOTAL) on a sedative or hypnotic product for humans on the one hand 
and a sedative or hypnotic for animals on the other was likely to cause 
confusion. 
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IN RE HILLS BROS. COFFEE, INC. 
Tm. Bd. Mar. 20, 1959 -— 120 USPQ 537 


1.123—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 23 

Section 23 of the Act provides for registration of a slogan on the 
Supplemental Register. It is not a valid objection that a slogan may 
possess a descriptive meaning. It will ordinarily suffice if the slogan 
possesses some degree of ingenuity in its phraseology in connection with 


the goods. 


2.283—REGISTRABILITY—SLOGANS 

Registration granted. The slogan NO WORK—NO WASTE—GOOD TASTE 
for instant coffee was held tobe capable of distinguishing applicant’s 
goods and registrable on the Supplemental Register. 


IN RE J. HUNGERFORD SMITH CO. 
Tm. Bd. Mar. 20, 1959-—120 USPQ 538 


2.13—REGISTRABILITY—EVIDENCE 


Registration denied. The Board held that affidavits of applicant’s 
president and four retail dealers phrased in general terms were incom- 
petent evidence to establish that BURGUNDY had acquired general recog- 
nition in the soft drink trade as a symbol of origin of applicant’s goods. 


IN RE AIRCRAFT-MARINE PRODUCTS, INC. (by change of name, 
AMP INCORPORATED) 


Tm. Bd. Mar. 20, 1959 -— 120 USPQ 539 


2.1—REGISTRABILITY—IN GENERAL 

Registration refused. The Board held that the shape of indentation 
made by the crimping tool on terminals and connectors was not registrable 
where the record failed to show such shape performed a trademark fune- 
tion. The mere picturing of a product in advertising and promotional 
material creates no trademark rights in the shape of the product pictured 
or any portion thereof. 


COLGATE-PALMOLIVE COMPANY v. SOUTHEASTERN SYRUP COMPANY 
Tm. Bd. Mar. 20, 1959 -— 120 USPQ 540 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


AJAX (Applicant) for starch for laundry use. 


AJAX (Opposer) for soap and household cleanser. 
Opposition sustained. The Board held aJax on a household starch 
was likely to be confused with agax for household cleanser. 
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DRAKE BAKERIES INCORPORATED v. YANKEE-FRANKEE, INC. 
Tm. Bd. Mar. 20, 1959-— 120 USPQ 541 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


YANKEE-FRANKEE (Applicant) superimposed upon a representation of a 
frankfurter sandwich, for frankfurter sandwiches. 


YANKEE DOODLES and DRAKE’S YANKEE (Opposer) for cakes and YANKEE 
for fried cakes and doughnuts. 
Opposition dismissed. The Board held that yANKEE-FRANKEE for frank- 
furter sandwiches was not likely to be confused with YANKEE, YANKEE 
DOODLES Or DRAKE’S YANKEE for cakes. 


IN RE HEHR MANUFACTURING COMPANY 
Tm. Bd. Mar. 20, 1959 —120 USPQ 541 
2.28—REGISTRABILITY—SLOGANS 
The slogan OUT OF THIS WORLD was held to be a trite, hackneyed, banal 


phrase utterly without novelty and not registrable as a slogan for windows 
for automobile trailers. 


See also 50 TMR 431. 


IN RE MEOPTA, NARODNI PODNIK 
Tm. Bd. Dec. 17, 1959 -— 123 USPQ 583 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Registration refused. The Board held TELoPAR for photographic lenses 
and lens systems likely to be confused with prior registration of TELOR 
for supplementary telephoto lenses for motion picture cameras. 


ZONOLITE COMPANY v. JEWELL 
Tm. Bd. Dec. 17, 1959 —123 USPQ 584 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
TERRA-GRO (Applicant) for fertilizer. 


TERRAGRO (Opposer) for fertilizer; TERRA-LITE for a fertilizer preparation ; 
TERRA-LAWN for a vermiculite soil conditioner and fertilizer. 


Opposition sustained. The Board held opposer’s rights in TERRAGRO 
for fertilizer were superior to those of applicant. 
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IN RE PERMA-LIFE MUFFLERS, INC. 
Tm. Bd. Dec. 17, 1959 — 123 USPQ 584 


2.27—REGISTRABILITY—SERVICE MARKS 


Registration denied. The Board found that PERMA-LIFE MUFFLERS, INC. 
was merely applicant’s corporate name used to identify the operator of 
the particular MIDAS MUFFLER SHOP rather than to identify applicant’s 
services from those of others and held that trade names used as such are 
not registrable. 


KIMBERLY-CLARK CORPORATION v. MANARD PRODUCTS, INC. 
Tm. Bd. Dec. 17, 1959 — 123 USPQ 585 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

CHEMWIPE (Applicant) for impregnated wiping, cleaning, dusting, and 
polishing cloths. 

KIMWIPEsS (Opposer) for industrial absorbent tissues made of untreated 
paper. 

Opposition sustained. The Board found while goods of parties dif- 
fered in physical properties they were in part competitive products for 
wiping and cleaning metal, glass, wood and other surfaces and held 
CHEMWIPE was strikingly similar in sound to KIMWIPEs that confusion 
was likely to occur. 


BIRD & SON, INC. v. ALLIED CHEMICAL CORPORATION 
Tm. Bd. Dec. 17, 1959 — 123 USPQ 586 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
RANCHLINE (Applicant) for composition shingles. 


RANCH ROOF (Opposer) for mineral-surfaced roofing. 


Opposition sustained. The Board found that the goods of the parties 
although specifically different were roofing compositions which would be 
attributed to a common source and held RANCHLINE was likely to be con- 
fused with RANCH ROOF. 


PRAIRIE STATES OIL & GREASE CO. v. DISTRIBUTORS SUPPLY CO., INC. 
Tm. Bd. Dec. 17, 1959-— 123 USPQ 587 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Where opposer took no testimony and offered only a copy of its 
registration as evidence, the Board held the earliest date of use was the 
filing date of its registration. 
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2.1—REGISTRABILITY—IN GENERAL 

The Board found that applicant’s rights in FIVE sTaR for insecticides 
were superior to opposer’s rights in FoUR STAR for motor oil and held 
opposer could not be damaged by the registration sought by applicant 
although insecticides and motor oil would be assumed to originate with 


single producer. 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
FIVE sTaR (Applicant) for herbicides, rodent killers, fumigants, insecti- 


cides and anti-freeze. 


BLUE STAR (Opposer) for anti-freeze and brake fluid. 


The Board held that Five STAR and BLUE sTAR were sufficiently unlike 
in appearance, sound and commercial impression to avoid a likelihood of 


confusion. Opposition dismissed. 


SNAP-ON TOOLS CORPORATION v. BRIGHT MANUFACTURING 
COMPANY LIMITED 


Tm. Bd. Dec. 17, 1959 — 123 USPQ 588 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
SNAPPON (Applicant) for weather stripping for automobiles. 


SNAP-ON (Opposer) for hand tools, measuring devices, tool boxes, tool trays, 
tool chests, and drawers and for automotive supplies. 


The Board held that sNappon for weather stripping for automobiles 
was likely to be confused with snap-on for general automobile products. 
Opposition sustained. 

See also 47 TMR 377. 


PENNSHIRE SHIRT CO., INC. v. ARTHUR S. HEIMAN INC. 
Tm. Bd. Dec. 17, 1959 — 123 USPQ 589 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

SILCANO (Application filed Feb. 21, 1958—alleged first use Jan. 23, 1957) 
for textile fabric, rayon and silk. 

SILCANA (Application filed May 16, 1958—alleged first use Sept. 1, 1956) 
for men’s shirts. 


The Board held that smtcaNno for textile fabric, rayon and silk was 
likely to be confused with sILcANA for men’s shirts. 
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UNITED STATES PLYWOOD CORPORATION v. HENGES COMPANY, 
INCORPORATED 


Tm. Bd. Oct. 29, 1959 — 124 USPQ 77 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


A notice of opposition may not be amended after expiration of the 
statutory period for the filing thereof. 
See also 49 TMR 1357. 


IN RE ESSO STANDARD OIL COMPANY 
Tm. Bd. Jan. 8, 1960 — 124 USPQ 77 


2.1—REGISTRABILITY—IN GENERAL 

The Board in refusing registration of a background design found 
that the photograph of container of applicant’s goods also bore the mark 
ESSO within the ovals of the design and the name of the goods “Motor 
Cleaner” appeared on the white background below each oval and held 
where the background and word mark create a single impression the back- 
ground is not registrable unless it can be shown that such material in fact 
identifies and distinguishes applicant’s goods. 


2.7—REGISTRABILITY—COLOR MARKS 

The mere division of a label into a number of background colors is 
not distinctive or arbitrary. 
2.13—REGISTRABILITY—EVIDENCE 


The Board held a brochure and a pamphlet directed to applicant’s 
dealers could not show that to the ultimate purchasers, those who drive 
automobiles, the subject matter of the application constituted a means for 
identifying and distinguishing applicant’s motor cleaner. 

The Board held applicant’s public-opinion survey was not persuasive 
in showing that applicant’s label design had acquired a secondary meaning. 


IN RE WILLIAMS, doing business as HOUSE OF WILLIAMS 
Tm. Bd. Jan. 8, 1960 — 124 USPQ 79 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
OBEDIENCE OSCAR for animal] achievement awards was refused registra- 


tion as merely designating a particular type of award the Board holding 
that the word oscar as defined in Webster’s New International Dictionary 
is “loosely any annual award for highest excellency”’. 
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B. T. BABBITT, INC. v. GLIT, INC. 
Tm. Bd. Jan. 8, 1960 —124 USPQ 79 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
auit (Applicant) for scouring sponges. 


Guim (Opposer) for liquid detergents. 


Opposition sustained. The Board found that applicant’s mark GLiT 
was derived from the word “glitter” and opposer’s mark GLIM was derived 
from the word “gliming” and held the similar suggestive connotation was 
likely to cause confusion of purchasers particularly since both marks look 
and sound alike. 


STAR OF HOLLYWOOD v. MR. GUY 
Tm. Bd. Jan. 8, 1960 —124 USPQ 80 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


MR. GUY for men’s sport shirts and various other items of wearing apparel 
for men, women and children. 


sir Guy for men’s sport shirts. 


Opposition sustained. The Board found that the distinguishing fea- 
ture of each mark was the proper name auy which was preceded in each 
mark by a title and held since the commercial impression of each mark 
was substantially the same MR. guy was likely to be confused with sir Guy 
when used on sport shirts and other related goods. 


IN RE AIR PRODUCTS, INC. 
Tm. Bd. Jan. 8, 1960—124 USPQ 81 


1.12—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2 (d) 
1.15—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 5 
2.24-REGISTRABILITY—RELATED COMPANY USE 


Applicant’s subsidiary corporation was owner under the Act of 1905 
of the same mark sought to be registered for an identical kind of goods. 
The Board held Section 2(d) prohibited the registration of a mark which 
so resembles a mark “registered in the Patent Office” and the “related 
companies” use provision under Section 5 did not sanction the issuance 
of a registration of the same mark for the same goods to two or more 
separate legal entities, regardless of any possible relationship between them. 
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UNITED STATES PLYWOOD CORPORATION v. MODIGLASS FIBERS, INC. 
Tm. Bd. Jan. 8. 1960—124 USPQ 82 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

GLASWoop (Applicant) for wood and plywood panels. 
GLASWELD (Opposer) for pipe, tubing and fittings; WELDWoop for plywood 
and waterproof glue; FLExwoop for a fabric-back veneer. 


The Board rejected opposer’s contention that it had established a 
“family” of marks characterized by the word “wood”, i.e., WELDWOOD, 
FLEXWOOD, PLANKWOOD, SURFWOOD. The word “wood” merely being the 
name of the goods. 
2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 


Opposition dismissed. The Board held aLaswoop and GLASWELD when 
applied to building panels and pipe and tubing respectively were used on 
substantially different goods which obviated any likelihood of confusion 
in the trade. 


THE CUDAHY PACKING COMPANY v. DUBUQUE PACKING COMPANY 
Tm. Bd. Jan. 8, 1960 -— 124 USPQ 83 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


BAR-D BRAND (Applicant) for bacon. 


BAR S (Opposer) for bacon. 


Opposition sustained. The Board held BAR-pD BRAND was likely to be 
confused with opposer’s registration BAR s when used on identical items 
of bacon. 


IN RE BIRMINGHAM PAPER COMPANY 
Tm. Bd. Feb. 23, 1960 —124 USPQ 427 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
SUBJECTS BOOK (Applicant) for bound notebooks. 


Refusal of registration affirmed. SUBJECTS BOOK is an apt name for 
notebooks. 


SMALL MOTORS, INC. v. CONTROLS COMPANY OF AMERICA 
Tm. Bd. Feb. 23, 1960-—124 USPQ 428 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
THE BIG NAME IN SMALL MOTORS (Applicant) for electric motors. 
BANTAM (Opposer) for electric motors and attachments. 


Opposer established earlier use. Both had advertised and made ex- 
tensive sales. 
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B. T. BABBITT, INC. v. GLIT, INC. 
Tm. Bd. Jan. 8, 1960-—124 USPQ 79 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
auit (Applicant) for scouring sponges. 


GLIM (Opposer) for liquid detergents. 


Opposition sustained. The Board found that applicant’s mark Gut 
was derived from the word “glitter” and opposer’s mark GLIM was derived 
from the word “gliming” and held the similar suggestive connotation was 
likely to cause confusion of purchasers particularly since both marks look 
and sound alike. 


STAR OF HOLLYWOOD v. MR. GUY 
Tm. Bd. Jan. 8, 1960-— 124 USPQ 80 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


MR. GUY for men’s sport shirts and various other items of wearing apparel 
for men, women and children. 


sir Guy for men’s sport shirts. 


Opposition sustained. The Board found that the distinguishing fea- 
ture of each mark was the proper name @uy which was preceded in each 
mark by a title and held since the commercial impression of each mark 
was substantially the same MR. guy was likely to be confused with sir Guy 
when used on sport shirts and other related goods. 


IN RE AIR PRODUCTS, INC. 
Tm. Bd. Jan. 8, 1960—124 USPQ 81 


1.12—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2 (d) 
1.15—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 5 
2.24—REGISTRABILITY—RELATED COMPANY USE 

Applicant’s subsidiary corporation was owner under the Act of 1905 
of the same mark sought to be registered for an identical kind of goods. 
The Board held Section 2(d) prohibited the registration of a mark which 
so resembles a mark “registered in the Patent Office” and the “related 
companies” use provision under Section 5 did not sanction the issuance 
of a registration of the same mark for the same goods to two or more 
separate legal entities, regardless of any possible relationship between them. 








Vol. 50 T.M. R. SUMMARIZED CASE REPORTS 44] 


UNITED STATES PLYWOOD CORPORATION v. MODIGLASS FIBERS, INC. 
Tm. Bd. Jan. 8. 1960 —124 USPQ 82 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

GLASwoop (Applicant) for wood and plywood panels. 
GLASWELD (Opposer) for pipe, tubing and fittings; WELDWoop for plywood 
and waterproof glue; rLExwoop for a fabric-back veneer. 


The Board rejected opposer’s contention that it had established a 
“family” of marks characterized by the word “wood”, i.e., WELDWOOD, 
FLEXWOOD, PLANKWOOD, SURFWOOD. The word “wood” merely being the 
name of the goods. 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Opposition dismissed. The Board held GLaswoop and GLASWELD when 
applied to building panels and pipe and tubing respectively were used on 
substantially different goods which obviated any likelihood of confusion 
in the trade. 


THE CUDAHY PACKING COMPANY v. DUBUQUE PACKING COMPANY 
Tm. Bd. Jan. 8, 1960-—124 USPQ 83 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


BAR-D BRAND (Applicant) for bacon. 


BAR Ss (Opposer) for bacon. 


Opposition sustained. The Board held BAR-D BRAND was likely to be 
confused with opposer’s registration BAR s when used on identical items 
of bacon. 


IN RE BIRMINGHAM PAPER COMPANY 


Tm. Bd. Feb. 23, 1960 — 124 USPQ 427 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
SUBJECTs BOOK (Applicant) for bound notebooks. 


Refusal of registration affirmed. SUBJECTS BOOK is an apt name for 
notebooks. 


SMALL MOTORS, INC. v. CONTROLS COMPANY OF AMERICA 
Tm. Bd. Feb. 23, 1960-—124 USPQ 428 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
THE BIG NAME IN SMALL MOTORS (Applicant) for electric motors. 
BANTAM (Opposer) for electric motors and attachments. 


Opposer established earlier use. Both had advertised and made ex- 
tensive sales. 
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The Board dismissed the opposition on the basis (a) of differences 
in marks in their entireties and (b) merely descriptive significance of 
term “small motors” (i. e., fractional horsepower motors). 


DE LA SALLE INSTITUTE et al. v. BEN ARNOLD CO., INC. 


Tm. Bd. Feb. 23, 1960 —124 USPQ 429 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
BACO BROTHERS (Applicant) for whiskey. 

CHRISTIAN BROTHERS (Opposer) for wine and brandy. 


Opposition dismissed. Marks are different in connotation and create 
substantially different commercial impression. 


HELENE CURTIS INDUSTRIES INC. v. CAREW PRODUCTS, INC. 
Tm. Bd. Feb. 23, 1960—124 USPQ 429 
2.22—REGISTRABILIT Y—PERSONAL NAMES 
HELENE CAREW (Applicant) for night nourishment facial cream. 


HELENE CURTIS (Opposer) for night creams, permanent hair waving appli- 
ances and attachments therefor and beauty shop services. 
Opposition dismissed. People are accustomed to distinguish persons 


of similar given name by different surnames, and are likely to rely upon 
complete names. 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Considering differences between the marks, confusion, mistake or de- 
ception of purchasers would not be reasonably likely to occur. 


THE BORDEN COMPANY v. MANHATTAN COFFEE COMPANY 
Tm. Bd. Feb. 23, 1960-—124 USPQ 430 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
sTaR (Applicant) for coffee. 
STAR BRAND (Opposer) for cream cheese; STAR BRAND CONDENSED MILK for 
condensed milk; star (with design) for condensed milk. 

Opposition sustained. Pertinent features of marks are identical. Con- 
densed milk and coffee are grocery items sold in the same stores to the 
same class of purchasers, and condensed milk may be used in coffee. Pur- 
chasers would be likely to assume products originate with a single producer. 
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CAMPBELLS (DISTILLERY) LIMITED v. COLIN FORBES 
ROSS & COMPANY LIMITED 


Tm. Bd. Feb. 23, 1960—124 USPQ 431 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
BONNIE HEATHER (Applicant) for Scotch whiskey. 

WHITE HEATHER (Opposer) for Scotch whiskey. 


Opposition sustained. Marks are similar in sound and appearance 
and create similar commercial impression. 


PLASTI-KOTE, INC. v. THE BULLSEYE CORPORATION 
Tm. Bd. Feb. 23, 1960 —124 USPQ 431 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
PLASTICOTE (Applicant) for cleaning and polishing composition for auto- 
mobiles and furniture. 
PLASTICOTE (Opposer) for lead, oil and zine paint for outside and inside use. 
PLASTI-KOTE (Opposer) for ready mixed paints, paint enamels and varnishes 
for application to interior walls and ceilings, wallpaper and exterior 
walls of wood, stucco, brick or shingle. 
Opposition sustained. Marks are practically identical. The goods are 
to some extent competitive and comprise products which might well be 


supposed to emanate from a common source. 
See also 46 TMR 1433, 48 TMR 1277. 


J. P. STEVENS & CO. INC. v. FARBENFABRIKEN 
BAYER AKTIENGESELLSCHAFT 


Tm. Bd. Feb. 23, 1960— 124 USPQ 432 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


CUPRAMA (Applicant) for head coverings, hosiery, neckties, underwear, 
corsets and gloves; woven and knitted fabrics produced from artificial 
spinning fibers. 


RAMA (Opposer) for piece goods of cotton, silk, synthetic fibers and mix- 
tures thereof. 

Opposition dismissed. Applicant’s mark is unitary and only inciden- 
tally includes opposer’s mark, and does not look or sound like that of 
opposer. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Applicant’s expired registration antedating opposer, is incompetent as 
evidence of presently existing rights. 
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IN RE SEIBERLING RUBBER COMPANY 
Tm. Bd. Feb. 24, 1960— 124 USPQ 434 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


OIL-PRUF (Applicant) for rubber heels and soles impervious to oil. 


Registration refused. Mark is equivalent to “oilproof” and is merely 
descriptive of the goods. 


HALE doing business as REFRACT-ALL MANUFACTURING COMPANY v. 
TRUE GUN ALL EQUIPMENT CORPORATION 


Tm. Bd. Feb. 26, 1960 —124 USPQ 434 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
TRUE GUN ALL (Applicant) for plasticizing machine. 
REFRACT-ALL (Opposer) for mixer and compressor type sprayer units for 
gun application of wet-mix refractories, insulations and mortars. 
Opposition dismissed. Marks are similar only in term ALL which is 
suggestive of use for all kinds of refractory materials. 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
TRUE GUN ALL is not merely descriptive of the goods. 


IN RE SOUTHERN FRUIT DISTRIBUTORS, INC. 
Tm. Bd. Feb. 26, 1960 — 124 USPQ 435 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
circus (Applicant) for soft drinks. 


circus plus merely ancillary pictorial matter (Reference) for canned 
vegetables. 


The Board refused registration on the basis that, as a matter of com- 
mon knowledge, producers and retailers of canned food products sell both 
canned vegetables and canned citrus fruit juices under a single mark and 
therefore confusion of source would be probable. 


IN RE THE AMERICAN SEALANTS COMPANY 
Tm. Bd. Feb. 26, 1960 —124 USPQ 436 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


THE LIQUID LOCK WASHER (Applicant) for settable resinous liquid composi- 
tion for use as a bonding agent. 


Registration refused. Specimens indicate primary mark is LOCKTITE. 
Applicant’s mark is apt descriptive name for product and has only been 
used as such. 
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VIBER COMPANY v. W. B. SNOOK MFG. CO., INC. 
Tm. Bd. Mar. 4, 1960 —124 USPQ 437 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
VIBRAIR (Applicant) for electrically powered pneumatic film dryers. 


VIBER (Opposer) for machinery for tamping, vibrating, placing and pack- 
ing wet concrete mixtures in molds and forms. 


Opposition dismissed. The Board held that there are substantial dif- 
ferences between both marks and the products of the parties are not de- 
signed for similar purposes. 


CONE AUTOMATIC MACHINE COMPANY, INC. v. CONTINENTAL 
AIR FILTERS, INC. 


Tm. Bd. Feb. 26, 1960 —124 USPQ 437 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
coNoMaATic (Registrant) for air filters. 


CONOMATiC (Petitioner for cancellation) for automatic lathes and screw 
machines. 


Petition was dismissed on the basis that both types of goods (a) were 
expensive and considerable care would be exercised in purchase and (b) 


have nothing in common in respect to essential characteristics or uses. 


KOOLVENT METAL AWNING CORPORATION OF AMERICA v. 
LITE VENT, INC. 


Com'r Mar. 16, 1959 —120 USPQ 534 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Opposition dismissed. The Commissioner found that vENT was in 
wide usage as a component trademark for metal awning and related prod- 


ucts and held that LITE-veNT for aluminum awning was not likely to be 
confused with KOOL VENT for metal awnings, canopies and marquees. 





